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METHODOLOGY

EXPERT GUIDES
RESEARCH

Expert Guides has been researching the world’s
legal markets for 25 years, and has become one of
the most trusted resources for international buyers of
legal services.

Our guides cover a broad – and growing – range
of legal practice areas, including:

Aviation
Banking, finance and transactional
Commercial arbitration
Competition and antitrust
Construction and real estate
Energy and environment
Insurance and reinsurance
International trade and shipping
Labour and employment
Life Sciences
Litigation and product liability
Patents
Privacy and data protection
Rising stars
Tax
Technology, media and telecommunications
Trade mark
Transfer pricing
Trusts and estates
White collar crime
Women in business law

Our guides are distributed to and regularly used by
the world’s most prominent decision-makers and
frequent buyers of legal services. Each guide has an
extensive distribution list plus additional tailoring to
its area of focus.

Each guide is also reprinted in full at
www.expertguides.com 

Welcome to the 2020 edition of the Best of the Best, the international legal market's leading
guide to the top legal practitioners.

When first published in 1994, the Expert Guides were the first-ever guides dedicated to leading
individuals in the legal industry. Since then we have continued to focus on individuals
considered by clients and peers to be the best in their field. The Best of the Best compiles the top
30 practitioners in 15 areas of law. All the other practice areas we cover are included in the 2019
edition and will be updated in 2021. In the event of a tie on the number of nominations both
practitioners are included.

Our research process involves sending over 4,000 questionnaires to senior practitioners or in-
house counsel involved in each practice area in over 70 jurisdictions, asking them to nominate
leading practitioners based on their work and reputation. The results are analysed and screened
for firm, network and alliance bias. The list of experts is then discussed and refined with advisers
in legal centres worldwide.

These specialists have been independently offered the opportunity to enhance their listing with
a professional biography. The biographies give readers valuable, detailed information regarding
each lawyer's practice and, if appropriate, their work and clients.

We owe the success of this guide to all the in-house counsel and firms that completed
questionnaires and met our researchers. Thank you. We hope you find the guide to be a useful
tool. All information was believed to be correct at the time of going to press.

Research team

Methodology
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Featured attorney:

Hans-Ruedi Grob of Blum&Grob Attorneys at Law 4
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AVIATION PRACTITIONER BIOGRAPHIES

Dr Hans-Ruedi Grob is a partner with Blum&Grob Attorneys at Law
and the head of the Blum&Grob L2A Team (“Law to Aviation”) which
consists of specialists in all relevant areas of aviation law. He and his
team advise a substantial number of Swiss and foreign airlines and
business jet operators on a wide variety of contractual, commercial,
corporate, tax and contentious matters. Dr Grob and his L2A Team,
furthermore, mainly advise high net worth individuals and aviation-
related companies such as aircraft financiers (lessors, banks and other
financial institutions), maintenance facilities, completion centers and
other suppliers in the business aviation industry. 

His practice concentrates on aircraft sales and purchases, operating
leases (wet and dry) and finance leases, tax-optimised structures to
operate aircraft of all categories, registration of aircraft and mortgages
in all relevant jurisdictions, interior completions, enforcement of
mortgages or other security interests, issues regarding Cape Town
Convention, contracts with suppliers (maintenance, cargo, catering,
etc.), advice in complex liability cases, regulatory matters (e.g. route
licence applications, operating authorizations and AOCs for
operators), representations before courts and any other competent
authorities in connection with aviation and corresponding tax issues. 

Dr Hans-Ruedi Grob graduated from the University of Zurich in 1993,
obtained the Doctor of Law degree two years later and has been
admitted to the Zurich Bar. He was the president of the Zurich Bar
Association, is a member of the Zurich and Swiss Bar Association, the
European Business Aviation Association (EBAA) the Swiss Business
Aviation Association (SBAA) and the Swiss Air and Space Law
Association (ASDA). Dr Grob is the author of several publications on
aviation law.

Hans-Ruedi Grob
Blum&Grob Attorneys at Law
Neumühlequai 6
P.O. Box 3954
8021 Zurich
Switzerland
Tel: (41) 58 320 00 00
Email: h.grob@blumgrob.ch
Website: www.blumgrob.ch

SW I T Z E R L A N D
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AU S T R A L I A
Ben Martin
Norton White
Sydney

B R A Z I L
Ricardo Bernardi
Bernardi & Schnapp
São Paulo

C ANADA
Patrick J Brennan
Bennett Jones
Calgary

Donald Gray
Blake Cassels & Graydon
Toronto

F R AN C E
Maylis Casati-Ollier
Clyde & Co
Paris

G E RMAN Y
Konrad Schott
Freshfields Bruckhaus Deringer
Frankfurt am Main

Ralf Springer
Norton Rose Fulbright
Munich

HONG  KONG
S A R
Paul Greenwell
Clifford Chance
Hong Kong SAR

Richard J I Stock
Mayer Brown
Hong Kong SAR

I N D I A
Marylou Bilawala
Wadia Ghandy & Co
Mumbai

I R E L A N D
Catherine Duffy
A&L Goodbody
Dublin

Christine O’Donovan
Mason Hayes & Curran
Dublin

I TA L Y
Laura Pierallini
Studio Pierallini
Rome

J A PAN
Robert E Melson Jr
K&L Gates
Tokyo

M E X I C O
Carlos Sierra
Abogados Sierra
Mexico City

S I N G A PO R E
Mert Hifzi
HFW
Singapore

Peng Lim
Kennedys
Singapore

Paul Ng
Milbank
Singapore

Charles Viggers
Watson Farley & Williams
Singapore

SW I T Z E R L A N D
Hans-Ruedi Grob
Blum&Grob Attorneys at Law
Zürich

T U R K E Y
Serap Zuvin
Çakmak Avukatlık Ortaklığı
Istanbul

UN I T E D
K I N G DOM
Justin Benson
White & Case
London

William Glaister
Clifford Chance
London

Gavin Hill
Vedder Price
London

Paul Nelson
Allen & Overy
London

Robert Ricketts
Holland & Knight
London

Jeremy Shebson
HFW
London

Nick Swinburne
Milbank
London

UN I T E D  A R A B
EM I R AT E S
Nick Humphrey
Kennedys
Dubai
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AU S T R I A
Andreas W Mayr
DORDA
Vienna

B R A Z I L
Isabel Costa Carvalho
Hogan Lovells
São Paulo

C ANADA
Andrew Parker
McCarthy Tétrault
Toronto

F I N L AN D
Klaus Ilmonen
Hannes Snellman
Helsinki

G E RMAN Y
Stephan Aubel
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Frankfurt am Main

Carsten Berrar
Sullivan & Cromwell
Frankfurt am Main

Michael Schlitt
Hogan Lovells
Frankfurt am Main

HONG  KONG
S A R
Connie Heng
Clifford Chance
Hong Kong SAR
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Cormac Kissane
Arthur Cox
Dublin

I TA L Y
Claudia Parzani
Linklaters
Milan

J A PAN
Alan G Cannon
Simpson Thacher & Bartlett
Tokyo

Reiko Sakimura
Clifford Chance
Tokyo

M E X I C O
José Raz Guzmán
Greenberg Traurig
Mexico City

N E T H E R L AN D S
Petra Zijp
NautaDutilh
Amsterdam

S I N G A PO R E
Naomi J Ishikawa
Milbank
Singapore

Jeremy Stoupas
Allen & Overy
Singapore

S PA I N
Gabriel Núñez
Uría Menéndez
Madrid

SW I T Z E R L A N D
René Bösch
Homburger
Zürich

Thomas U Reutter
Bär & Karrer
Zürich

UN I T E D
K I N G DOM
Mark S Bergman
Paul Weiss Rifkind Wharton & Garrison
London

Olof Clausson
Latham & Watkins
London

David Dunnigan
Clifford Chance
London

Charles Howarth
Herbert Smith Freehills
London

Stuart Matty
White & Case
London

Stephen Miller
Allen & Overy
London

Keith Thomson
Linklaters
London

UN I T E D  A R A B
EM I R AT E S
Jonathan Fried
Linklaters
Dubai

UN I T E D
S TAT E S
Michael Kaplan
Davis Polk & Wardwell
New York

Joshua N Korff
Kirkland & Ellis
New York

Andrew J Pitts
Cravath Swaine & Moore
New York

Arthur D Robinson
Simpson Thacher & Bartlett
New York
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Sydney
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Vienna
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Edurne Navarro
Uría Menéndez
Brussels/Madrid

Mark Powell
White & Case
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Lobo & de Rizzo Advogados
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Paul Collins
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Toronto
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Brian A Facey
Blake Cassels & Graydon
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Fay Zhou
Linklaters
Beijing

D E NMA R K
Morten Kofmann
Kromann Reumert
Copenhagen
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Sari Hiltunen
Castrén & Snellman
Helsinki

F R AN C E
Didier Théophile
Darrois Villey Maillot Brochier
Paris

G E RMAN Y
Marc Besen
Clifford Chance
Düsseldorf

Martin Klusmann
Freshfields Bruckhaus Deringer
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Petra Linsmeier
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Linklaters
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Matheson
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Amsterdam
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Ricardo Oliveira
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Lisbon

S PA I N
Miguel Odriozola
Clifford Chance
Madrid/Brussels
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Johan Carle
Mannheimer Swartling
Stockholm
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Marcel Dietrich
Homburger
Zürich
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Slaughter and May
London

Nicole Kar
Linklaters
London
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Addleshaw Goddard
London

Alex Nourry
Clifford Chance
London
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London
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THOUGHT LEADERSHIP CONSTRUCTION

HONG  KONG  S A R

New year, new views – Arbitration
highlights in the Year of the Rat 

James Kwan
Hogan Lovells
Hong Kong

As the world welcomes in the Year of the Rat, we take a look back at
five recent decisions that made big waves in the Year of the Pig in their
different ways, across Hong Kong, Singapore, and England. 

In the decisions, the courts got to grapple with fundamental issues
such as governing law, the arbitral seat, the limitation period for com-
mencement of arbitration, and when it might be appropriate to grant
an anti-suit injunction restraining court proceedings in another juris-
diction. 

Silence is not so golden
In Kabab-Ji S.A.L (Lebanon) v. Kout Food Group (Kuwait) [2020]
EWCA Civ 6, the English Court of Appeal was invited to determine
the governing law of an arbitration clause where the clause itself was
silent on this issue. The clause provided for arbitration in Paris but
was contained within a main agreement which was expressly governed
by English law. 

The appellant Kabab-Ji SAL entered into a Franchise Development
Agreement dated 16 July 2001 (the “FDA”) for a period of 10 years
with Al Homaizi Foodstuff Company (“AHFC”), which later became
a subsidiary of the respondent Kout Food Group (“KFG”) after a re-
organisation. 

A dispute arose under the FDA which the appellant referred to ar-
bitration before the ICC in Paris. The arbitration was only com-
menced against KFG, not AHFC. The tribunal therefore had to
consider, as a preliminary issue, whether KFG had become an addi-
tional party to the arbitration agreement under the FDA and therefore
was subject to the tribunal’s jurisdiction.

The Court of Appeal ruled that the law governing the main con-
tract also applied to the arbitration agreement. It specifically rejected
the argument that the principle of separability could be relied upon to
divorce the arbitration agreement from the main contract. Instead,
the Court clarified that the purpose of the separability principle is to
ensure that the arbitration agreement (a dispute resolution mecha-
nism chosen by the parties) can survive the main contract becoming
unenforceable (for example because of fraud or misrepresentation). 

Key takeaways
• Due to the nature of international arbitration, there may be vari-

ous applicable laws governing different aspects of the arbitration
proceedings, including: the law governing the substantive contract;
the law governing the arbitration agreement; the procedural law of
the arbitration; and the law of the place where the award will be
enforced. 

• The governing law of the arbitration agreement is of particular im-
portance and is relevant to matters including the formation, exis-
tence, scope, validity, legality, interpretation, and enforceability of
the arbitration agreement.

• In the absence of the parties specifying the governing law of the ar-
bitration agreement, the governing law could follow the governing
law of the underlying contract1, or the governing law of the seat.2

• Substantive costs may be incurred in determining this preliminary
issue. 

• We recommend that clients stipulate the governing law of the arbi-
tration agreement in their arbitration clauses where the law of the
substantive contract and the law of the seat are different, for exam-
ple PRC substantive governing law of contract and Hong Kong seat
of arbitration. The HKIAC model arbitration clause provides for
the governing law of the arbitration agreement. 

Luck of the draw
Singapore’s highest court, the Court of Appeal, prevented the enforce-
ment of a US$200 million arbitral award on the grounds that the arbi-
trators incorrectly chose Singapore instead of Macau as the arbitral
seat. According to the Court of Appeal, the award should not be
recognised as it was “not the result of the arbitration that the parties
bargained for”. 

The decision of the three-person panel in ST Group Ltd v Sanum
Investments Limited [2019] SGCA 65 reversed a 2018 High Court de-
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HONG  KONG  S A R

cision that had permitted Sanum Investments Limited, a Macau gam-
bling company, to enforce a 2016 SIAC award against four related
Laos-based parties and a Laos citizen who was behind the dealings
with Sanum that led to the arbitration. 

The Court of Appeal agreed with the judge at first instance that the
dispute did indeed arise from a breach under a Master Agreement be-
tween the parties and that the arbitration agreement contained within
it should have been the basis for the arbitral proceedings. The correct
seat of the arbitration was Macau.

The Court of Appeal considered the choice of seat as “one of the
most important matters for parties to consider” as the seat “carries with
it the national law under whose auspices the arbitration shall be con-
ducted.” The choice of seat impacted the external relationship with na-
tional courts and was vital in governing issues relating to the validity
and finality of the award. 

The Court of Appeal confirmed that it was not necessary for a
party resisting enforcement to demonstrate actual prejudice. It was
sufficient that had the arbitration been correctly seated, a different su-
pervisory court would have been available to the parties.

Key takeaways
• The choice of seat in an arbitration agreement is key – it deter-

mines the legal and judicial anchor of the
arbitration and brings with it a series of
significant legal and practical conse-
quences, such as the supervisory court in
support of the arbitral process, the level of
intervention by the court, and the court
for setting aside.

• Clearly state the seat in your arbitration
agreement.3

• Have compatible arbitration agreements
providing for the same seat, number of ar-
bitrators, and institutional rules in multi-
ple agreements that arise out of the same
deal. 

• This will allow for a single arbitration aris-
ing out of multiple agreements under cer-
tain institutional rules4, and would also aid consolidation and
joinder if required, thereby enhancing efficiency and economy. 

There’s a limit
In Wang Peiji v Wei Zhiyong [2019] HKCFI 2593, the Hong Kong
Court of First Instance set aside an order enforcing an arbitral award
on the ground that the application to enforce was time barred under
section 4(1) of the Limitation Ordinance (Cap. 347). 

In particular, the Court ruled that the limitation period under the
Ordinance was not suspended by the applicant’s enforcement efforts
in mainland China. This was despite the fact that the applicant was
not allowed to pursue simultaneous applications for enforcement be-
fore the mainland and Hong Kong courts pursuant to the Arrange-
ment Concerning Mutual Enforcement of Arbitral Awards between the
Mainland and the Hong Kong Special Administrative Region (the “Ar-
rangement”). 

Key takeaways
• The Arrangement has made the mutual enforcement of arbitral

awards by Hong Kong and mainland China more convenient and
efficient. Unlike a foreign arbitral award (and enforcement on the
mainland under the Convention on the Recognition and Enforce-

ment of Foreign Arbitral Awards – the New York Convention), an
application to enforce a Hong Kong award can be made directly to
a mainland court, without going through the recognition proce-
dure. 

• Having an enforcement strategy is key. Choose to enforce first in a
jurisdiction where not only there are assets, but which is also arbi-
tration friendly – and enforcement can be obtained quickly. En-
forcement decisions of other courts may have an impact on
enforcement of the award in other jurisdictions.5

• Take steps to enforce arbitral awards in Hong Kong promptly as
the limitation period in Hong Kong continues to run despite en-
forcement efforts made in other jurisdictions.

• If the period of enforcement is unduly long before the mainland
court, the applicant should consider withdrawing or procuring de-
termination of the enforcement procedure in the mainland, so that
it can apply for enforcement in Hong Kong prior to the expiry of
the limitation period.

Thou must arbitrate
In GM1 and GM2 v KC [2019] HKCFI 2793, the Hong Kong Court of
First Instance granted an interim anti-suit injunction in favour of the
Plaintiffs to restrain the Defendant from pursuing mainland court pro-

ceedings relating to the disputes arising out of
a guarantee entered into between the Defen-
dant and the 1st Plaintiff (the “Guarantee”). 

Two sets of arbitral proceedings were com-
menced, one between the 1st Plaintiff and the
Defendant under the Guarantee and the other
between the 1st Plaintiff and the Defendant’s
wholly owned subsidiary. The arbitration
agreement in the Guarantee provided for any
disputes arising out of the Guarantee to be re-
ferred to arbitration administered by the
Hong Kong International Arbitration Centre.
However, the Defendant brought separate pro-
ceedings against the Plaintiffs before the
Suzhou courts, in relation to the same dispute. 

An interim injunction was granted to re-
strain the mainland proceedings. 

Key takeaways
• The Hong Kong courts uphold the parties’ arbitration agreement –

only “special circumstances” or “strong reasons” would justify a de-
parture from a party’s entitlement to enforce the arbitration agree-
ment. 

• This is notwithstanding the fact that the foreign court in question
may indeed have jurisdiction over the disputed issues. 

• If your counterparty commences parallel foreign court proceed-
ings, an anti-suit injunction is a powerful weapon to restrain them.

Fashion weak
In Giorgio Armani SpA v. Elan Clothes Co Ltd (No 2) [2019] HKCFI
2983, the Hong Kong court granted a permanent anti-suit injunction
to restrain court proceedings in mainland China involving third par-
ties, based on a Hong Kong arbitration agreement. 

The first plaintiff was part of a group companies which manufac-
tured and supplied luxury fashion products. In December 2014, the
first plaintiff and the defendant entered into a Master Agreement
(“MA”) pursuant to which the defendant was appointed as an autho-
rised retailer with a right to open and operate single brand stores in

THE CHOICE OF SEAT [IS]
'ONE OF THE MOST

IMPORTANT MATTERS FOR
PARTIES TO CONSIDER' AS
THE SEAT 'CARRIES WITH IT
THE NATIONAL LAW UNDER
WHOSE AUSPICES THE
ARBITRATION SHALL BE

CONDUCTED
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mainland China. The second to fourth plaintiffs were not signatories
to the MA. 

The defendant purchased products from the second and third
plaintiffs which were authorised distributors of the first plaintiff. The
fourth plaintiff was the controller of the first. Disputes arose due to a
rebranding exercise announced by the first plaintiff in February 2017.
The defendant claimed that it suffered significant losses as a result,
and stopped paying royalties and advertising contributions under the
MA. 

The first plaintiff terminated the MA and commenced arbitration
in Hong Kong in respect of the disputes under the MA (the “Hong
Kong Arbitration”). The defendant later commenced proceedings in
tort in the Higher People’s Court of Shandong against the first to
fourth plaintiffs (the “Mainland Proceedings”). 

The first plaintiff subsequently commenced the present proceed-
ings in Hong Kong for an anti-suit injunction restraining the defen-
dant from pursuing the Mainland Proceedings in breach of the
arbitration agreement under the MA. 

One of the key questions before the Court was whether the second
to fourth plaintiffs were bound by the arbitration agreement based
upon the overall construction of the MA. The Court noted that the
MA was made “by and between” the first plaintiff “together with its
branch offices and Affiliates” and the defendant. In light of the contrac-
tual terms, the Court ruled that the parties to the MA included not

only the first plaintiff, but also the second to fourth plaintiffs. 
The Court further ruled that, even if the second to fourth plaintiffs

were not parties to the MA, it was clear that the arbitration agreement
under the MA had to extend to claims against, and disputes with, the
second to fourth plaintiffs and other entities within the wide defini-
tion of “Affiliates”. 

Key takeaways
• Arbitration agreements can extend to non-signatory affiliates of a

contracting party and anti-suit injunctions can be granted against
a non-signatory third party.

• The “one-stop arbitration” assumption applies when construing
the scope of the arbitration agreement. The parties, as rational
business people, are likely to have intended any dispute arising out
of the related legal relationships should be decided by the same tri-
bunal. 

• An arbitration agreement should be construed in accordance with
this assumption unless the language makes it clear that certain
questions are intended to be excluded from the arbitrator’s juris-
diction. Whether the claims are contractual or tortious – and
whether the foreign court says it has jurisdiction – is irrelevant. 

• Arbitration agreements involving multiple parties in complex
transactions should be carefully drafted so that the parties in-
tended to be bound are clearly identified.

1     Such as in Arsanovia v. Cruz City 1 Mauritius Holdings [2012] EWHC 3702 (Comm); [2013] 1 Lloyd’s Rep 235 and Sulamerica Cia Nacional De Seguros S.A. and Ors -v- Enesa Engenharia
S.A. [2012] 12.EWCA Civ 638.

2     Such as in C v. D. [2007] EWCA Civ 1282; [2008] All ER (Comm) 1001. 
3     In 2015, the Chartered Institute of Arbitrators (CIArb) developed the “London Principles”, which provided for key elements of a “safe seat” for international arbitrations.
4     Most leading arbitral institutions now in their latest rules provide for the possibility of commencing one arbitration in respect of multiple contracts, e.g. HKIAC 2018 Administered Ar-

bitration Rules, Article 29; 2017 ICC Rules of Arbitration, Article 3; 2015 CIETAC Arbitration Rules, Article 14; and 2016 SIAC Arbitration Rules, Article 6.1.
5     For e.g. issue estoppel was applied in Diag Human v Czech Republic [2014] EWHC 1639 (Comm). 
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CONSTUCTION PRACTITIONER BIOGRAPHIES

James Kwan is an International Arbitration partner in Hogan Lovells’
Hong Kong office. He has extensive experience in arbitrations
involving the infrastructure, engineering, energy, life sciences,
chemicals and technology sectors. He has represented clients in
arbitrations in Asia, the US, Middle East, and Europe under the major
institutional and ad hoc rules, such as those of the ICC, HKIAC, SIAC,
CIETAC, LCIA, AAA, DIAC, CAS and UNCITRAL.

James was awarded the Lexology Client Choice Award for Construction
in 2020. He is recognised in legal directories as “best known for his
tremendous skill in energy, infrastructure and construction disputes”
(Chambers Global 2011), “‘extremely good, quality lawyer’, ‘high profile’,
and ‘a very fine practitioner’ “ (Who’s Who Legal UAE 2008), and
“singled out for his expertise in arbitration”, “genuine arbitration
specialist … he has a fine reputation.” (Asia Pacific Legal 500
2010/2011/2012).

Chambers Asia-Pacific 2020 states that “clients appreciate that James
Kwan ‘provides solid advice and recommends courses of action that are
very effective in dealing with the issues,’ adding: ‘He impressed us with his
intelligent and structured approach to the case, his client focus and his
hard work.’ 

Legal 500 Asia Pacific 2020 endorses him as ‘very hands-on’…an ‘expert
in arbitration’ with ‘great analytical skills’.

According to Who’s Who Legal 2018, he is “esteemed for his work in
construction arbitration across the world where he provides ‘an
excellent service’ “, and his clients “consider him an expert on the
tactical side of arbitration, drawing attention to his mindset of ‘very
good commercial thinking, insightful and strategic thinking, and analysis
of the facts and dispute.’ “ (Chambers Asia Pacific 2018). Named as one
of the Hot 100 Lawyers of 2011 by Asian Legal Business, he was
described as “a world leader in arbitration and construction law”, “has an
intimate knowledge of the different arbitration models throughout the
region” and “one of the finest international arbitration lawyers in Asia.”

Chambers Asia Pacific 2017 states: “Clients recommend James Kwan
for his ‘thorough understanding of commercial disputes and arbitration,’
along with his ‘strategic thinking, research into key issues and structuring
of arguments.’ He has a focus on international commercial arbitration,
with a track record of involvement in disputes relating to the
infrastructure, energy and life sciences sectors.”

According to Asia Pacific Legal 500 (2017 edition): “In December 2015,
Hogan Lovells hired the ‘particularly impressive’ James Kwan, who is
praised for his ‘thorough commercial understanding and strategic
thinking’. ‘Excellent strategist’ James Kwan, is ‘extremely diligent and
knowledgeable.’

James Kwan
Hogan Lovells
11th Floor, One Pacific Place
88 Queensway
Hong Kong
Tel: (852) 2840 5030
Email: james.kwan@hoganlovells.com
Website: www.hoganlovells.com

HONG  KONG  S A R

Roberto Hernández-García is a Mexican attorney specialised in national
and international, public and private construction projects, public
procurement, and dispute resolution related to these areas of practice. He
is a managing partner of COMAD, SC, a prestigious boutique law firm
established in 1965 and based in Mexico City, with a focus on public
procurement, construction and compliance in these areas.

Since 1989, he has advised top-class European, American and Mexican
construction, engineering and architect firms in relevant construction
projects in Mexico and Central America in the energy, oil, health, water,
sewage, gas, petrochemical, parks, transportation, airports and building
sectors, among others.

Mr Hernández has been involved in many relevant complex construction
projects, acting in different capacities. Such projects include the Central
American Transmission line (SIEPAC); the Tunel Emisor Oriente (a 62-
kilometre sewage tunnel in Mexico City and surrounding states); the
Mexico City Metro Line 12; the Panama Canal; the construction of one of
the most important buildings in Mexico City; the design and build of the
two largest brewery plants in Latin America, the Mexico-Toluca railroad
and the New Mexico City International Airport.

One of Mr Hernández’ strengths in the construction area is his experience in
dispute boards in Central and Latin America. He is the only Mexican and one
of the very few Latin Americans appointed as sole adjudicators in projects in
the region, and has been requested to speak and train in several Latin
American countries on the topic because of his specific expertise.

Mr Hernández is a former chair of the international construction projects
committee of the International Bar Association (IBA) and the current chair of
the construction disputes committee of ICC Mexico. Mr Hernández is a
member of the steering committee of the Division 8 Construction Forum of
the American Bar Association (ABA). He is currently the founding president
of the Mexican Society of Construction Law.

Mr Hernández has published several books as consulting editor and co-
author, including International Public Procurement: A Guide to Best
Practice, and Construction and Infrastructure Disputes, both published by
Globe Law and Business in London, England, and Dispute Boards in Latin
America, published in Perú; he was also the consulting editor and co-
author of the book Legal Aspects of Public Procurement in Mexico,
published by the BMA; and he was a co-author of the book International
Construction published by the ABA. He has been invited as a speaker in
several countries by international institutions and organisations such as
King’s College, the IBA, the ABA, the ICC; the Peruvian University of
Applied Sciences, the University of Lima and the Canadian Commercial
Corporation, the OECD, the government of Brazil and the government of
Colombia, among many others in matters related to public procurement,
construction and compliance.

Roberto Hernández-García
COMAD
Febo 29. Col. Crédito Constructor
03940 Mexico City
Mexico
Tel: (52) 55 5661 3733
Email: rhernandez@comad.com.mx
Web: www.comad-lawyers.com

MEXICO
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David is a full time international arbitrator, with extensive experience
in over 150 arbitrations in Asia, the Middle East, Africa, Europe, and
South America.

He is a specialist in all forms of dispute resolution including
arbitration, litigation and alternative dispute resolution. He is an
experienced Mediator.

David has been resident in Asia since 1980, and has over 40 years
experience.

He has extensive experience in disputes concerning construction,
resources, joint ventures, shareholder agreements, shipping and
telecommunications.

He has acted as Chairman, party-appointed arbitrator, or sole
arbitrator under the auspices of the SIAC, BANI, HKIAC, AIAC,
CIETAC, ICC, PCA, AAA, LCIA, TAI, KCAB, VIAC and ad hoc.

In the Best of the Best Expert Guides, David was named as one of the
world’s leading experts in commercial arbitration, and construction.

In recent editions of Global Counsel 3000, Who’s Who of Commercial
Arbitration, Chambers Asia, PLC Which Lawyer and Asia Pacific Legal
500, David was named as an expert in commercial arbitration,
commercial litigation, construction, and a leading arbitrator.

Chambers Asia described him as “pre-eminent and widely
experienced”, and “one of the top arbitrators in the region” who is
“excellent at pretty much everything he is doing”, and “well able to
control an arbitration” and “culturally sensitive”.

Asia Pacific Legal 500 said David is “one of the top arbitrators in the
region”.

David Bateson
39 Essex Chambers
28 Maxwell Road
Maxwell Chambers Suites
#04-13
069115 Singapore 
Tel: (65) 6320 0272
Email: david.bateson@39essex.com
Website: www.39essex.com

S I N G A PO R E

Sarah Biser is a partner in the New York office of Fox Rothschild LLP, a
national firm with 27 offices and about 950 attorneys. Ranked by
Chambers USA as a leader in construction law for eleven consecutive
years, Sarah represents owners, contractors, developers, architects and
engineers, both in the United States and abroad, in all stages of the
construction process. Co-chair of the firm’s national construction law and
international arbitration group, she focuses her practice on large, capital-
intensive construction projects, with a particular emphasis on drafting and
negotiating contracts for complex and unique construction and
infrastructure, as well as litigating disputes involving such projects both in
the courtroom and in domestic and international arbitration.

In a project expected to be the largest development of the decade in New
York City, Sarah who co-chairs the firm’s Israel practice group represented
Technion-Israel Institute of Technology in connection with the Technion-
Cornell joint venture, in the construction of a new applied science
university and related facilities on Roosevelt Island. She was involved in the
construction of InterActive Corporation’s futuristic headquarters and
AOL’s headquarters, including the CNN newsroom, in the Time Warner
building. Internationally, she represents one of the joint venture partners
who constructed the expansion of the Panama Canal, and represents the
EPC contractor who designed and constructed the construction of a 220-
megawatt hydroelectric plant in Changuinola, Panama.

Sarah has also been involved in the construction of industrial smelters,
waste ammonia recovery systems, solar power installations, power
facilities, educational institutions, and health care facilities. She is currently
defending a European construction company in connection with Defense
Base Act claims arising out of the 1968 crash of a B-52 bomber carrying
four nuclear warheads at an airbase in Thule, Greenland.

Sarah is co-author of the leading treatise on New York construction law,
the New York Construction Law Manual. She also authors the chapter on
New York law in Fifty State Construction Lien and Bond Law (3rd Edition)
and the New York chapter in State-by-State Guide to Architect, Engineer
and Contractor Licensing. Sarah also co-authored the chapter on “Legal
Relationships” in Temporary Structures in Construction (3rd Edition).

Sarah is a frequent lecturer on construction issues, such as:

• How To Deal With the Insurer in the Arbitration and Mediation
Process

• Construction of the Third Lane of Panama Canal
• How High Is Up? Civil and Common Law Approaches to the Typical

Exceptions to Limitations of Liability in the Age Of “Gross Negligence”
• Litigation, Insolvency and Other Things When Projects Go Bad
• Preventative Lawyering: Lessons Learned from the Construction

Industry
• Arbitration of Construction Disputes

Sarah B Biser
Fox Rothschild LLP
101 Park Avenue,17th Floor
New York, NY 10178
US
Tel: (1) 646 601 7636
Fax: (1) 212 692 0940
Email: sbiser@foxrothschild.com 
Website: www.foxrothschild.com
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Brisbane/Sydney
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Norton Rose Fulbright
Sydney

Doug Jones AO
Independent Arbitrator
Sydney
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King & Wood Mallesons
Sydney

Andrew Stephenson
Corrs Chambers Westgarth
Melbourne

B R A Z I L
Júlio César Bueno
Pinheiro Neto Advogados
São Paulo
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Paul Ivanoff
Osler Hoskin & Harcourt
Toronto

Bruce Reynolds
Singleton Reynolds
Toronto

C H I N A
Kian Heong Hew
Herbert Smith Freehills
Shanghai/Beijing

Jihong Wang
Zhong Lun Law Firm
Beijing

F R AN C E
David Brown
Clyde & Co
Paris

Jean-Pierre N Harb
Jones Day
Paris

G E RMAN Y
Ralf Leinemann
Leinemann Partner
Berlin

Burkhard Messerschmidt
Redeker Sellner Dahs
Bonn

HONG  KONG
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Peter Clayton
Pinsent Masons
Hong Kong SAR

James Kwan
Hogan Lovells
Hong Kong SAR

Steven Yip
MinterEllison
Hong Kong SAR
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Susan Bryson
Mason Hayes & Curran
Dublin
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Mexico City
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Michael Weatherall
Simpson Grierson
Auckland
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David Bateson
39 Essex Chambers
Singapore

Christopher Chuah
WongPartnership
Singapore

Lip San Soh
Rajah & Tann
Singapore
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James Bremen
Quinn Emanuel Urquhart & Sullivan
London

Phillip Capper
White & Case
London

Jonathan Hosie
Mayer Brown
London

Victoria Peckett
CMS Cameron McKenna Nabarro
Olswang
London

Sally Roe
Freshfields Bruckhaus Deringer
London

UN I T E D  A R A B
EM I R AT E S
Adrian Cole
King & Spalding
Abu Dhabi

UN I T E D
S TAT E S
Sarah B Biser
Fox Rothschild
New York

Scott A Greer
King & Spalding
Houston
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Jean-Pierre Blumberg, former Regional Managing Partner for Europe
and member of the Executive Committee at Linklaters, is currently a
senior partner of the Linklaters’ Corporate and M&A practice group in
Belgium, Co-head of global M&A and a member of the International
Board at Linklaters (Benelux).

He is a graduate of the Universities of Antwerp (1977), Louvain (1980)
and Cambridge (1981), a lecturer at the University of Antwerp (UA) in
comparative law and a regular lecturer at the Antwerp University School
of Management (AMS) on M&A and public takeovers. He is also a
visiting lecturer at the University of Leuven (KUL) where he teaches a
course on cross-border public takeovers in the LLM program. He has
published a series of articles on selected topics relating to company law,
mergers and acquisitions as well as financial law. He is a member of
various editorial boards and an independent director in listed companies.
He is a member of the Board of Trustees of the Belgian Governance
Institute GUBERNA and of other professional organisations. 

The company law and M&A practice group in Belgium consists of 40
lawyers assigned to the Brussels and Antwerp offices of the firm. The
company law and M&A practice group advise both corporates and
investment banks with respect to mergers, acquisitions, joint ventures,
corporate restructuring as well as public takeovers, equity offerings
and private equity.

Jean-Pierre Blumberg
Linklaters LLP
Graanmarkt 2 
2000 Antwerp
Belgium 
Tel: (32) 3 203 63 15
Email: jean-pierre.blumberg@linklaters.com
Website: www.linklaters.com

B E L G I UM

Executive Chairman and Managing Partner of Garrigues since
September 2014.

Fernando Vives has more than thirty years’ experience at Garrigues
and has been a partner since 1998.

Between 2001 and 2009 he headed Garrigues’ Corporate/Commercial
Law practice, encompassing the securities market, financial services,
real estate,energy and telecommunications, EU and competition and
M&A areas.

He practices in the areas of securities market law, corporate law, M&A,
private equity, banking & finance law and insurance law, with
particular emphasis on capital markets and financial services.

He specializes in major transactions involving mergers,
reorganizations, tender offers, corporate LBOs, securities issues and
public offerings, and regulatory matters concerning listed companies.
He regularly advises on major M&A deals and is actively involved in
private equity transactions,working on related tasks and on raising
outside financing. He also has a wealth of experience in the insurance
industry, where he advises numerous insurance groups operating in
Spain.

He also acts as adviser to the shareholders’ meetings and boards of
directors of some of the largest listed companies in Spain on corporate
governance related matters: Telefónica, SA, Banco Bilbao Vizcaya
Argentaria, SA, Iberdrola, SA, to name but a few.

Fernando has acted as lead lawyer in a host of high-profile Spanish and
international M&A and corporate finance deals in recent years,
including for instance: advising Bankinter in the spin-off of its
subsidiary Línea Directa Aseguradora for €1.4Bn (2019), advising
International Airlines Group on the acquisition of Air Europa from
Globalia for €1Bn (2019), advising Allianz on the sale to Banco
Santander of 60% of Allianz Popular and on the termination of its
bancassurance alliance with Banco Popular for €937 million (2019).
He also gave advice to Blackstone on the €2 billion tender offer for
100% of Hispania SOCIMI (2018). Advice to Bankia on the €825
million merger by absorption of Banco Mare Nostrum (BMN), (2018).
Advice on the €3.6 billion merger of Elektro Holding, S.A. and
Neoenergia, S.A. (2017). Advice to Telefónica on the €1.3 billion deal
to sell up to a 40 percent stake in its telecom masts subsidiary Telxius
to private equity firm KKR (2017). €740 million acquisition by
Telefónica of an additional 6% stake in Germany-based Telefónica
Deutschland from Netherlands-based KPN (2017). Advice on the €3.2
million IPO of Gestamp Automoción (2017). Advice to the selling
shareholder and the company on all legal aspects of the €3 Bn IPO of
Prosegur Cash, a spin-off of Prosegur (2017). amongst many others.

Fernando Vives   Ruiz
Garrigues
Hermosilla, 3
Madrid 28001
Spain
Tel: (34) 915 514 52 00
Email: Fernando.vives@garrigues.com
Website: www.garrigues.com

S PA I N
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Andrew R Brownstein has been a partner at Wachtell, Lipton, Rosen &
Katz since 1985 and serves as co-chair of the firm’s Corporate group. His
practice concentrates on mergers and acquisitions and corporate
governance matters, and he has been engaged in many high-profile
matters that include cross-border transactions, leveraged buyouts,
complex restructuring deals, proxy fights and takeovers. Mr Brownstein is
consistently listed in the top ranks in his areas of expertise by the
Chambers Guide, International Who’s Who of Business Lawyers and other
similar publications.

Mr Brownstein’s significant representations include: Hewlett Packard in
its separation into two new publicly traded Fortune 50 companies; Perrigo
in its defense against a takeover bid by Mylan; Samsung C&T in its merger
with Cheil Industries and its response to an activist campaign by Elliott
Management; Johnson Controls in its merger with Tyco and the
separation of its automotive business; Sotheby’s in responding to an
activist campaign by Third Point; Walgreen Co. in its entry into a long-
term partnership with Alliance Boots and AmerisourceBergen, its
acquisition of a 45% stake in Alliance Boots GmbH and its later
acquisition of the remaining 55%, for an aggregate value of approximately
$27 billion; ConocoPhillips in its $33 billion spin-off of its downstream
businesses as Phillips 66 and in its $35.6 billion acquisition of Burlington
Resources, as well as Phillips Petroleum in its $35 billion combination
with Conoco; Forest Laboratories in successive proxy contests with Carl
Icahn and in its $25 billion merger with Actavis; Genzyme in its $20
billion sale to Sanofi-Aventis; Novartis in its $49.7 billion multistep
acquisition of Alcon; Schering-Plough in its $41 billion combination with
Merck and its $14 billion acquisition of Organon; and BEA Systems in
responding to an activist campaign by Carl Icahn and in its merger with
Oracle.

Mr Brownstein is a 1979 honors graduate of Harvard Law School where
he was an articles editor of the Harvard Law Review. He holds an MBA
degree (1976) from the Wharton School of the University of Pennsylvania
and also has undergraduate degrees in English and Economics (1975)
from the University of Pennsylvania, where he was elected to Phi Beta
Kappa. Following law school, Mr Brownstein clerked for the Honorable
Leonard I. Garth of the US Court of Appeals for the Third Circuit.

Mr Brownstein is a frequent author and lecturer on corporate-related
topics. He has been an adjunct professor of securities law at Rutgers
University Law School, serves on the Executive Planning Committee and
is past chairman of the Ray Garrett Jr. Corporate and Securities Law
Institute at Northwestern University School of Law.

Mr Brownstein is active in numerous civic and charitable organizations
and is a member and past president of the Board of Trustees of the Trinity
School in New York City, a member of the Board of Overseers of the
Annenberg Center at the University of Pennsylvania and a member of the
Board of Directors of the New York City Public Art Fund.

  Andrew R Brownstein
Wachtell Lipton Rosen & Katz
51 West 52nd Street
New York, NY 10019
US
Tel: (1) 212 403 1233
Email: ARBrownstein@wlrk.com
Website: www.wlrk.com
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London
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Washington DC
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Stikeman Elliott
Calgary
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David M Blumental
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Jamieson J Logie
Sullivan & Cromwell
Hong Kong SAR
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Arthur Cox
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M E X I C O
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Galicia Abogados
Mexico City
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Amsterdam
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Lagos
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Moscow/London
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Baker McKenzie
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IP Litigation – The Way To Go

Pravin Anand 
Anand and Anand
Noida

This article argues in favour of fixed time slots for arguments and for
leading evidence in IP litigation before Indian Courts.

The Commercial Courts Act 2015 has reduced the life span of liti-
gation even in fully contested cases. A very large proportion of the re-
maining cases get resolved through settlements or successful
mediation.

When one takes a closer look at the contested cases, they move
rapidly forward from pleadings to issues and completion of evidence
but get stuck at the final arguments stage. A look at the daily cause list
on the Original Side would show how Final matters just would not
reach their turn because:
• Most of the time Judges (on the Original Side) of the Courts have
upwards of 30 cases before them, sometimes even more;

• Matters take a long time to be argued, as there is no rule which
pushes a party to stick to specific time duration as a speaker would
at a seminar;

• There are many frivolous applications such as applications for re-
turn or rejection of plaint under Order 7 Rule 10 or Order 7 Rule
11 of the Code of Civil Procedure, 1908;

• The whole day which is effectively 5 working hours goes away in
short matters, about 3 or 4 of which are new cases before each
Judge.
What about Final matters which technically are cases where evi-

dence has concluded and all that remains are: (i) Final arguments and
(ii) the much awaited Judgment.

These never reach. The day is over.
Some lawyers move applications for early
hearing, some appear and shout their rea-
sons elucidating urgency or at times a
higher Court orders disposal within a defi-
nite number of days then the Judge will
make a real hard effort and take up Final
matters, usually at the end of the cause list,
possibly dedicating an hour or two to the
case.

If an hour or two could conclude the
case or at least cover good ground then
matters could rapidly move forward, but
that is not what generally happens.

The parties seem to have no time limit.
They keep arguing at length while the day
comes to an end. The Judge tries to give a

short date, may be for the next week or the week after. However, on
the next date the case may or may not reach and again a date is given,
and just like this days turn to weeks and weeks to months and before
you know it, the roster changes and it is back to a re-hearing as the

Judge now hearing Writs or Appeals releases
the part-heard matters despite loss of time,
effort and money having been invested in the
case.

How true is this? It happens. Much less
now than before, but it happens. Our Judges
are brilliant and try their best but the work
load and the system is to blame.

If Finals were disposed of, just look at the
advantages:
• There would be more judgments to

guide litigants on esoteric and gray
areas of the law;

• Cases would be concluded quickly
which would be a much desired change;

• There would be major cost savings. This
is not only good for SME clients but

THE ANSWER IN IP
LITIGATION:  DISPOSAL
OF FINALS BY FIXED TIME

SLOTS.
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even for large corporations who are burdened with the crushing cost
of fighting cases, where numbers are directly proportional to the
well-known-ness of their Trademarks or the popularity of their
Patents, Designs or Copyrights.
In a post COVID-19 world, e-Courts have now turned to v-Courts

i.e. you argue on a video-conferencing system like Cisco or Zoom.
This can only work if arguments are taken up like appointments. So if
my case is No. 3 and is slotted to start at 11:30 AM, the two previous
matters must finish on time to enable the systems to be set up for
good and effective functioning.

How does one ensure that matters finish on time? The answer lies
in having time slots for cases. A typical time slot would be 10 minutes.

Let us say by way of example that injunction applications under
Order 39 Rules 1 and 2, Code of Civil Procedure 1908 are given a de-
fault time limit of 2 slots i.e. 2 x 10 minutes or 20 minutes. The De-
fendant also gets 20 minutes and 10 minutes for reply. In less than one
hour the hearing would be over. If a party wants more time, he would
need to move an application before a hearing officer (like a time
keeper) and convince him of the need for more time and seeing the
record and its complexity, the hearing officer might permit four slots
i.e. a duration of 40 minutes or double the default time.

Normal applications could be allotted a single slot of 10 minutes.
For recording evidence the Judge at the case management hearing

might allot 18 to 24 slots for each witness i.e. 3 to 4 hours to conclude
cross-examination.

For final arguments 30 slots each and 15 slots rebuttal i.e. 5 hours
each side and 2.5 hours rebuttal.

This is the way to go. We need to start enforcing time limits with
three clear understandings:
• That with passage of time the habit to keep time will solidify;
• Parties that do not complete on time would be encouraged to pro-

vide written arguments;
• In exceptional cases, Courts would have the discretion to enlarge

time.

Over the years, many techniques have been used to enforce time.
One of our Judges would ask the lawyers to dictate their arguments in
point form to his stenographer; so first the Plaintiff ’s arguments and
then the Defendant’s would be recorded. Before the parties knew it or
realized what the Judge had done, the judgment would be half written
and so there had to be a certain end to the matter rather than a simple
adjustment when a party in a tight spot was trying to feign illness or
convey the need to seek client instructions just to get out of the
Judge’s clutches.

Today, we are seeing a whole lot of time limits under the Commer-
cial Courts Act regime, for instance:
• Compliance under the proviso to Order 39 Rule 3 of the Code of
Civil Procedure 1908 after an interim injunction is granted of all
the relevant Court papers to the opponent and to file an affidavit
within 24 hours. If not complied with, it threatens to vacate the in-
terim injunction;

• The Written Statement must be filed within 30 days and in any
case, not exceeding 120 days from the service of summons. This
has been interpreted to be a strict deadline closing the right of the
party to defend its case;

• An affidavit of admission/denial must be filed along with the Writ-
ten Statement or with the Replication or else the pleading may not
be taken on record; and
• A strict deadline for filing the replication within 30 days of

receipt of Written Statement with a maximum of 15 days
extension. Similar deadlines exist for the filing of docu-
ments, preferring of Chamber Appeals and Appeals to the
Division Bench. 

There is thus a key realization that timely disposal of litigation
matters alone can serve the ends of justice.

Given this background, we have no choice and limiting time
through time slots is the only practical way forward for an efficient
and successful system for dispensing justice.
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Intellectual Property and the
Coronavirus

Tal Band (left) and Ran Vogel (right) 
S. HOROWITZ & CO
Tel Aviv

The outbreak of the coronavirus pandemic almost immediately set in
motion a race to develop antiviral medication and a vaccination for
the disease. Although the SARS-CoV-2 virus strain belongs to a well-
known family of viruses, the COVID-19 disease, which is caused by
this virus, was unknown until recently, and there is still no recognized
treatment. Seriously ill patients are currently being treated with exper-
imental treatments, which have not yet been fully proven. 

In the field of viral treatments – as well as in other medical fields –
research programs dedicated to identify suitable treatments can be di-
vided into two main categories. One of the main research program
aimed at discovering novel compounds, namely compounds that
could delay or block the mechanism of action of the coronavirus
within the body’s cells; and another research program earmarked for
examining the efficacy of previously known drugs for the treatment of
new diseases. 

The efficacy of compounds that have been proven effective against
viruses with varying degrees of similarity to the coronavirus, as well as
those designated for the therapeutic treatment of other diseases, such
as malaria, is likewise being evaluated for the treatment of the coron-
avirus. The advantage of the second approach is clear: an approved
drug (even for a different disease), has already been proven safe.
Therefore, the approval process for the new indication would not only
be shorter, but would also require an investment of lesser resources. 

The scope of legal protection covering the results to be obtained
from either research program demonstrates the sensitive balance that
exists between the patent law and the con-
sequential legal protection of pharmaceuti-
cal preparations. 

A novel compound will usually enjoy
stronger protection under the Israeli
Patents Law, 1967 (the Patents Law). A
patent protecting a new compound enables
the patentee to prevent any commercial use
of that compound. 

In addition, the term of patent protec-
tion afforded to a new compound can be
extended for up to five years in excess of
the twenty-year monopoly period enjoyed
by all patents. 

Furthermore, a drug consisting of a
novel compound may be granted addi-
tional protection, independent of the

patent protection, thereby limiting the date from which competing
companies would be eligible to market generic drugs containing the
same compound, namely, Data Exclusivity. In Israel, data exclusivity
applies only to novel compounds and not, for example, to new indica-
tions. 

The scope of patent protection granted to a known compound,
once it is discovered to be useful for a new indication, is more limited,
in that it does not protect the compound itself, but rather only use of
the compound for the new indication. 

In general, patent protection for a new use of a known compound
depends on whether the new use would have been obvious to re-
searchers in the relevant field. In the case at hand, if it was clear that a
drug for the treatment of malaria or AIDS might be tried for the coro-
navirus as well, and there was even an expectation that such treatment
could be effective, it could be argued that the use of such drug should
not be granted patent protection. 

Patents protecting a new medical use are challenging and raise
complex issues when it comes to determining the scope of the rele-
vant protection. On the one hand, the patentee can prevent commer-

cial use of the compound for the new
indication. On the other hand, the patentee
cannot prevent use of the compound for dif-
ferent and known indications. For example,
if a compound known to be effective for the
treatment of HIV was discovered to be effec-
tive also for the treatment of the coronavirus,
a patent protecting the new indication
should not hinder the known use for HIV
treatment. In such case, drug manufacturers
using the known compound would normally
not cite (i.e., “carve out”) the new protected
indication on the relevant leaflets. 

But the “carve out” strategy may not be so
simple. The patentee would probably at-
tempt, by implementing legal, regulatory and
commercial measures, to prevent or limit the

OBTAINING A PATENT
DOES NOT NECESSARILY
GUARANTEE PATENT
PROTECTION IN

UNUSUAL TIMES SUCH AS
THOSE BEING

EXPERIENCED DURING
THE CORONAVIRUS

CRISIS



BEST OF THE BEST EXPERTGUIDES 39

THOUGHT LEADERSHIP PATENTS

I S R A E L

use of the known compound, in order to maximize its profits for dis-
covering the new indication. In this context, the question arises
whether protected use, which is relevant for a specific segment of the
market, could hinder permissible use relevant for another segment of
the market? This question has been a source of debate in different ju-
risdictions. Various legal tools (such as the contributory infringement
doctrine) have been cited in this debate, and it appears that the last
word in the matter still remains to be spoken.

Nevertheless, obtaining a patent does not necessarily guarantee
patent protection in unusual times such as those being experienced
during the current coronavirus crisis. The growing public health chal-
lenge posed by the COVID-19 pandemic in Israel coupled with con-
cerns over a worsening of the outbreak, have created an urgent need
for large quantities of potentially effective therapies for treatment of
the virus. One such therapy is AbbVie’s antiretroviral drug
KALTERA® (lopinavir/ritonavir), indicated for the treatment of HIV. 

As it turned out, AbbVie is currently unable to supply Israel’s pub-
lic health system with the required quantities of KALTERA®. At the
same time, it transpired that a generic version of KALTERA® is avail-
able from a generic manufacturer operating in India. However, since
KALTERA® is said to be covered by three Israeli patents assigned to
AbbVie (“the KALTERA Patents), the last of which is set to expire in
2024 – the importation into Israel of the generic product from India
would constitute patent infringement, and is thus prohibited. 

The Patents Law includes several provisions which may be perti-
nent in the context of the exploitation of inventions in view of public
needs. In addition to provisions allowing for the grant of compulsory
licenses by the Commissioner of Patents under certain strict condi-
tions (and in timelines that are apparently less relevant to the current
crisis), the Patents Law also provides, in section 104, that a Minister
designated by the government “may permit the exploitation of an in-
vention by Government Departments or by any enterprise or agency
of the State, even though a patent has already been granted for it or
applied for, if it appears to the Minister that it is necessary so to do in
the interests of the defence of the State or the maintenance of essential
supplies and services”. The Patents Law further provides, in section
105, that “the Minister may, if it appears to him that it is necessary to
do so for the purposes mentioned in section 104, grant a permit
under that section to a person operating under a contract with the
State, with a view to ensuring or facilitating the execution of that con-
tract and for the requirements of the State only.

Under these unusual and dramatic circumstances, and as a simi-

larly unusual measure, the Minister of Health, Mr. Yaacov Litzman,
exercised his power under sections 104 and 105 of the Patents Law,
and permitted the exploitation of the KALTERA Patents by the Min-
istry of Health’s Emergency Department and a private company, KS
Kim International. Since the permit impinges upon AbbVie’s exclusive
patent rights, it is narrowly defined: the permitted exploitation of the
KALTERA Patents is confined to the importation into Israel of generic
KALTERA from a particular generic manufacturer, for the sole pur-
pose of treating patients infected with the coronavirus. Accordingly,
the permit does not allow for the use of generic KALTERA® imported
thereunder, for the indication of KALTERA®, namely the treatment of
HIV. 

The issuance of the permit does not entail that AbbVie is deprived
of compensation for the exploitation of the KALTERA Patents. Ac-
cording to the Patents Law, once a permit under sections 104 or 105 is
issued, the State of Israel must pay the patent owner, or its exclusive li-
censee, royalties that will be agreed upon between the parties. In the
absence of such an agreement, the royalty rate will be determined by
the Royalties and Compensations Committee (the Committee), a
statutory committee acting under the Patents Law and chaired by a
former Justice of the Supreme Court, the Patents Commissioner, and
a member of the academia.

If the Committee ends up being required to determine the royalty
rate, the Patents Law provides that in doing so, the Committee must
take into consideration, inter alia, the scope and nature of exploitation
allowed under the permit. The Committee may also take into consid-
eration royalty rates stipulated in licences similar in terms to the is-
sued permit. Notably, however, the Committee’s decisions are not
subject to an appeal, and can only be challenged by way of a petition
to the High Court of Justice (HCJ). The HCJ has already held, albeit
in the context of the Committee’s decisions in matters relating to
compensation for employee inventions, that the scope of the court’s
intervention in the Committee’s decisions is extremely limited, and
reserved for exceptional cases. 

It therefore remains to be seen whether the unusual permit issued
today by the Minister of Health to exploit the KALTERA Patents will
also be followed by similarly unusual proceedings before the Commit-
tee, to determine the royalties to be paid to AbbVie.

It should be noted that while the permit relates to a specific im-
porter and specific supplier, it stands to reason that if other importers
and suppliers of generic KALTERA® are found, the Minister of Health
will issue similar permits. 
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Compensation for Employee
Inventions in Israel: How Employers
Can Minimize Exposure to Potential
Claims 
Tal Band (left) and Noam Blei (right)
S. HOROWITZ & CO
Tel Aviv

Global innovation rankings, such as WIPO’s and Bloomberg’s Innova-
tion Indices, rank Israel as one of the world’s leading innovation
ecosystems. Israel has been reported to have the largest number of
start-ups per capita in the world (about 1 startup per ~1400 people),
and is home to more than 350 R&D centers of some of the world’s
largest multinational corporations (many of them Fortune 500 com-
panies), such as Microsoft, Apple, Google, IBM, Intel, Motorola and
Philips. Exits of Israeli companies in 2019 totaled a record of ~$21.7
billion, and the Technology Transfer Offices (TTOs) of Israeli univer-
sities have a remarkable track record of generating more revenue from
IP than any other country except the United States.

Intellectual property is a major aspect of Israel’s flourishing inno-
vation ecosystem, and often constitutes a cornerstone of various
transactions, spanning from acquisition of companies to cooperation
agreements and licencing deals. A critical point is that such IP is gen-
erated by individuals, who are typically employees. 

In recent years, there has been a surge in the number of demands
and claims made or filed against companies engaged in R&D activities
in Israel, by employees and former employees alike, seeking compen-
sation for “service inventions”. A “service invention”, is defined in the
Patents Law, 1967 (“the Patents Law”) as an invention arrived at by
an employee during and in consequence of his or her service.

According to the Patents Law, ownership of a service invention
generally vests with the employer. The Patents Law further stipulates,
in section 134, that in the absence of an
agreement determining whether, to what
extent and on what conditions the em-
ployee is entitled to remuneration for a ser-
vice invention, the matter will be decided
by a statutory committee – the Compensa-
tion and Royalties Committee established
under the Patents Law and operating at the
Israel Patent Office (“the Committee”).

Demands and claims for compensation
often relate to inventions applied in com-
mercial products, and the compensation
sought is often based on the sales of such
products. 

The potential exposure of employers to
claims of this nature might be significant,
and could have far-reaching ramifications,

inter alia in the context of Israeli companies or technology acquired
by multinational corporations. It is therefore important to understand
the legal framework governing employee inventions in Israel, and the
possible measures that can be taken by employers to avoid or mitigate
their potential exposure. 

It should be noted that case law on compensation for service in-
ventions is scarce, and no decisions were issued on the merits. Thus
far, claims for compensation were either settled, withdrawn or denied
in limine. Nevertheless, in a number of precedent-setting decisions is-
sued in recent years, the Committee and the Israeli Supreme Court,
sitting as the High Court of Justice (HCJ), clarified the nature of the
right conferred in section 134, and the circumstances in which an
agreement between the employer and employee shall be deemed to

deprive the Committee of jurisdiction over
the employee’s claim for compensation.

First, in the Barazani v. Iscar[1] case, the
Committee, and subsequently the HCJ, held
that an employee’s right to seek compensa-
tion for service inventions under section 134
of the Patents Law is NOT unwaivable. An
employee may waive such right, and if such
waiver exists, the Committee lacks jurisdic-
tion to try the case.

Second, an employee’s waiver of his/her
right to seek compensation for service inven-
tions need not necessarily be explicit. An
employee may waive such right by written
agreement, verbally or even by conduct.
However, the Committee drew a distinction,
between two categories: 

WHILE THE FEW
DECISIONS ISSUED IN

RECENT YEARS PROVIDED
MORE CLARITY, VARIOUS
QUESTIONS REMAIN

UNANSWERED
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that merely deal with the transfer of proprietary rights in the in-
vention, from the employee to the employer. Examples of such docu-
ments include employment and confidentiality agreements (NDAs),
in which the employee acknowledges the employer’s full and exclusive
right in service inventions; as well as deeds of assignment signed by
the employee, which are necessary for applying for patent protection
in the U.S and other countries (but not Israel). The Committee held
that documents falling within this first category shall not be consid-
ered a waiver of the employee’s right to seek compensation, unless the
documents also contain explicit language that the employee waived
his/her right to seek compensation for service inventions.

The second category of documents comprises documents that in-
clude a waiver of the employee’s personal rights. Documents falling
within this category may be considered a waiver of the right to com-
pensation, even if they do not explicitly contain a waiver to such ef-
fect. In the specific circumstances of the Iscar case, the Committee
held that the plaintiff – a former R&D employee of Iscar Ltd. – had
indeed waived his right to seek compensation for service inventions
when he signed, upon his voluntary retirement from Iscar, a general
waiver and release.

Third, where an agreement exists between an employer and em-
ployee which provides for any degree of compensation, the Commit-
tee will not intervene in the content of the agreement, namely – it
shall not consider whether the compensation is reasonable or ade-
quate. The mere existence of such an agreement deprives the Com-
mittee of jurisdiction to try the case. The Committee lacks
jurisdiction to revoke agreements, or alter their terms, under the Is-
raeli Standard Contracts Law, 1982.

Fourth, in the Doe[2] case, the Committee acknowledged that col-
lective agreements or collective arrangements which regulate the issue
of compensation for service inventions, may also constitute “an agree-
ment” for the purpose of section 134 of the Patents Law. Collective
agreements/arrangements include agreements entered into between a
labor organization and the employer or an employers’ organization
and, under certain circumstances, unilateral directives introduced by
the employer.

Many R&D based companies have IP policies in place, which pro-
vide for the grant of monetary awards to employee inventors. Such
awards are usually in amounts totalling up to a few hundred to a few
thousand USD per invention, and are awarded in a stepwise manner
(e.g. for the filing of a provisional application, for the filing of a PCT,
for the grant of the patent and sometimes another for commercializa-
tion). While such policies have often been originally adopted for the
purpose of incentivizing employees to invent, they can also serve as an
effective measure (together with additional measures) in minimizing
the company’s exposure to employee claims for compensation for ser-

vice inventions. This is provided that the policy is drafted, introduced,
and applied correctly by the company.

Fifth, in the Levy v. Teva[3] case, the HCJ held that an employee’s
claim for compensation for service inventions under section 134 of
the Patents Law becomes time barred seven years after the date on
which the employee notifies the employer that he or she arrived at an
invention (i.e., invention disclosure). 

While the few decisions issued in recent years by the Committee
and the HCJ provided more clarity regarding section 134, various
questions remain unanswered, and specific legal advice should be
sought in each case. For example, there is still no clear case law on
whether an employee who was “hired to invent” may be entitled to
any compensation for a service invention in excess of his salary. There
is also no guidance on the form and degree of compensation that
companies should expect to pay in case the Committee finds the liable
to pay compensation, unlike the compensation guidelines that exist
under German law, for example (would it be a lump sum ? royalties ?
at what rate ? for what period (until the expiry of the patent ? what
about inventions that were not patented ?)).

Nevertheless, there are several practical steps that employers may
consider in order to reduce their potential exposure to employee
claims for compensation. These include: 

(1) having employees sign an explicit waiver of their right to seek
any compensation for service inventions in excess of their salary; 

(2) having employees sign a general waiver and release upon sever-
ance of employment relations; or 

(3) Awarding employees specific compensation – even if limited –
for service inventions, under their individual employment agreements
or based on an internal policy adopted by the employer. 

In addition, it would be advisable for companies engaged in R&D
activities to make sure that their employees provide them with timely,
orderly and detailed notices of any inventions arrived at by them dur-
ing the course of their employment. In view of the HCJ’s decision in
Levy v. Teva, such notifications can, inter alia, serve as evidence of the
date of accrual of the employee’s cause of action under section 134 of
the Patents Law.

Adv. Tal Band and Adv. Noam Blei represented Iscar, Teva, and
Company in the cases referred to above. We will be glad to answer
your questions and assist, as necessary, in matters relating to em-
ployee inventions.

[1] HCJ 4353/14 Barazani v. Iscar Ltd. (8.7.2015).
[2] Committee’s decision in John Doe v. Company (3.5.2017)
[3] HCJ 8672/17 Levy v. Teva Pharmaceutical Industries Ltd.
(1.12.2019).
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Pravin Anand is the Managing Partner at Anand and Anand. In a career
spanning over four decades, Pravin has emerged as an IP trailblazer.

From Christian Louboutin to Cartier, from pharma to tech majors to
policymakers and from art to entertainment, today, Pravin represents
world’s most famous brand owners, leading industries and eminent
personalities who rely on his matchless experience for protection of
their Intellectual Property.

Of the numerous landmarks under his belt, the recent ones are: 

• Ferid Allani case – Paves way for software patenting in India
• Merck and Hermes case- Heralds era for social damages for IP

violations. 
• Pioneer Overseas Corporation case – paves way for DNA testing for

disputed IPR in plant variety
• Philips Vs Amazestores – Landmark judgment on aggravated damages

for IP infringers
• Philips v Rajesh Bansal- India’s first post-trial SEP judgment 
• Merck vs. Glenmark- First patent law suit to be decided in Plaintiff ’s

favour post trial under Patents Act.
• Pharmaceutical patent cases like AstraZeneca, BMS, Eisai Co. Ltd. –

answered complicated questions on Genus and Species patents
• Contributed to a sizeable majority of damages law suits in IP litigation

in India including the largest damages in a patent and a trademark suit. 

Responsible IP: Pravin turned a new leaf in IPR with Merck tree order
where infringer planted 1,40,000 trees in pollution-stricken Delhi.
Close on its heels came the Hermes case where the infringer provided
wholesome meals to underprivileged children, sanitary napkins in ten
orphanages and foster care homes for two years. Well advised by him,
clients gave up hefty monetary damages for public good.

Innovative IP: Pravin invests hugely in IP infrastructure to solve his clients’
problems. His pioneering initiatives are IP Board Game, ‘Brainchild’, India’s
First IP-themed Play, IP Comic- Adventures of Mr IP and a coffee table
book ‘IPONOMICS’ https://updates.anandandanand.com/iponomics/ .

Thought Leadership: Pravin has co-authored ‘Halsbury’s Laws of India
on Intellectual Property’ and contributes regularly to The Life Sciences
Review, IP Review and Bloomberg BNA’s Life Sciences Global Guide. He
serves on editorial board of CTLR, PLC – Life Sciences, Asia IP and
Patent Lawyer and is a regular speaker at WIPO, MIP- International
Patent Forum etc. His professional associations cover Presidentship of
Indian Group of AIPPI, APAA and FICPI and INTA Board membership. 

Recognitions: Pravin has been recognised the “Most Innovative Lawyer
– Asia Pacific” by FT and awarded “Leading IP Lawyer of the Decade”
and two Life Time Achievement Awards by Legal Era. The first Indian
legal practitioner to win AIPPI’s Award of Merit, he has been consistently
acknowledged by IBLJ, ABLJ, MIP, WTR, Who’s Who Legal, Expert
Guides, Chambers and Partners, World IP Review, GIPC and IAM. 

Pravin studied Law from Delhi University. Called to the Bar in 1979, he
has been practising as an IP lawyer since then.

Pravin Anand
Anand and Anand
First Channel Building
Plot No. 17 A, Sector 16 A
Film City, Noida 201301 (UP)
Noida 201301
India
Tel: (91) 120 4059300
Email: pravin@anandandanand.com
Website: www.anandandanand.com

I N D I A

Tal Band is a member of the Executive Board and of the Management
Committee, and is the Chair of the Intellectual Property Practice Group
at S. Horowitz & Co.

Tal’s IP practice focuses on patents, trademarks, trade secrets, knowhow
and copyright litigation primarily for the pharmaceuticals, life sciences,
defence telecommunications and consumer products’ sectors. Tal also
provides ongoing legal advice on regulatory matters, commercial
transactions and other issues of specific interest to the life sciences
industry. He has particular expertise in complex, multi-jurisdictional
disputes and works in close cooperation with leading IP litigators in the
US, the UK and worldwide.

Tal has been described by Chambers Global as “a fantastic IP trial lawyer
who is intelligent and can be counted on for first-class legal work”, as well
as being “one of, if not the most gifted litigators in the country”, by the
World Trademark Review. IAM Patents 1000 also described Tal, stating
that “He’s the senior litigator in the field of intellectual property in Israel,
and his comprehensive knowledge, deep understanding of the complexity
of the issues, creativity and vast experience separate him from his peers of
the same generation and has even raised the bar of the necessary level of
litigation in the various instances and legal forums.”

Tal received stars in the IP Stars 2019 guide as individual rating, in the
Patent and Trademark categories. Tal is also listed as a top IP litigator by
European Legal 500, European Legal Experts, Who’s Who in IP Managing
Intellectual Property, Who’s Who Legal – Thought Leaders, IFLR 1000, and
the World’s Leading Patent Experts. 

Tal has represented international corporations with global markets,
domestic companies with global operations, innovative start-ups and well-
known R&D institutions before the entire range of Israeli civil courts, the
Patents and Trade Marks Office and arbitrators in precedent-setting cases
that have significantly influenced Israel’s patent and trade mark laws.

By invitation, Tal is a regular speaker at Israel’s major university and
college law faculties where he lectures on IP issues. Tal is active in various
public bodies: President of AIPPI Israel (Association for the Protection of
Intellectual Property) (04-16); Chair of the AIPPI International
Membership Committee (10-14); Chair of the Intellectual Property
Committee, IATI (Israel Advanced Technology Industries) (10-14); Chair
of the Intellectual Property Committee of Lex Mundi (97-01) and vice-
chair of the Lex Mundi Intellectual Property Group EMCA (European);
Chair of the International Conferences on Intellectual Property and
Business whose topics focused on the Economy of Innovation (2013,
2016); Member of the Board of Trustees of the Buchmann Faculty of Law,
Tel Aviv University, Member of Revision Committees of Intellectual
Property Law.

Tal is also a member of the organizations: IATI, ALAI, ECTA, INTA,
AIPPI.

Tal Band
S. HOROWITZ & CO
31 Ahad Ha'am Street
Tel Aviv 6520204
P.O.B. 2499, Tel Aviv 6102402
Israel
Tel (972) 3 5670 633
Email: talb@s-horowitz.com
Website: www.s-horowitz.com

ISRAEL
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Ran Vogel is a partner at S Horowitz & Co Intellectual Property group
which is the largest intellectual property group of any large Israeli
commercial law firm.

Ran described by the Who’s Who Legal as a leading expert in the Patents
field. Ran is a highly experienced lawyer who represents Fortune 500
companies, multinational corporations, domestic companies,
technology-based companies, universities and start-ups at the forefront
of the pharmaceutical, life sciences, telecommunications, defense and
security sector and technology sectors, on a wide range of contentious
intellectual property matters. 

Ran has extensive experience representing clients before all levels of the
Israeli courts and arbitration, as well as in ADR procedures, including the
Israeli Patents, Designs and Trademarks Office, on infringement actions,
oppositions, revocations, patent-term extensions, passing-off actions,
enforcement and protection of brands, anti-counterfeiting and trade
secret disputes. , whether as a domestic action or as part of a co-ordinated
international enforcement, opposition or anti-piracy proceeding.

Ran has particular expertise in complex, multi-jurisdictional disputes
including US, EU, UK and other jurisdictions. 

Ranked by IAM Patent Litigation 250 as one of Israel’s leading patent
litigators, Ran’s IP practice also includes advising global and local clients
on all aspects of enforcement strategy and infringement and validity
issues, and conducting legal proceedings relating to the protection, use
and exploitation of all IP rights as well as brand management. Ran’s
practice also includes advising on parallel imports as well as life science
and pharmaceutical industry-related regulatory matters.

Ran is involved in the legislative process relating to amendments to
Israel’s Patent Law and other regulations applicable to the pharmaceutical
and life science sector. He is a member of AIPPI where he is also a reporter
within the Working Committee of the AIPPI, contributing answers to
questions on IP law arising from national groups of AIPPI members.

IAM Patent 1000 (2019 edition) indicated that: “Ran Vogel possesses vast
knowledge in patent law, drug regulation and life sciences. Vogel has
enjoyed a wonderful year, winning three separate blockbuster drugs
litigations in the space of 12 months”. 

Who’s Who Legal 2019 described Ran as one of the few Israeli lawyers
chosen by Who’s Who Legal to be included as one of the world’s best
Thought Leaders in the Life Sciences Industry. 

Ran Vogel received stars in the IP Stars 2019 guide as individual rating,
garnering recognition for his professionalism, expertise, extensive and
unique knowledge.

Ran Vogel
S. HOROWITZ & CO
31 Ahad Ha'am Street, Tel Aviv,
6520204, Israel
P.O.B. 2499, Tel Aviv 6102402
Israel
Tel: +972 (0)3 5670633
Fax: +972 (0)3 5660974
Email: ranv@s-horowitz.com
Website: s-horowitz.com

I S R A E L

A partner in the litigation department of Paul Weiss Rifkind Wharton
& Garrison, Nicholas Groombridge focuses exclusively on intellectual
property litigation matters. Over the past 25 years, he has been
extensively involved in all aspects of patent litigation, including trials
(both bench and jury). He has been lead counsel in many patent
infringement actions in federal district courts, and has successfully
argued many cases in the Court of Appeals for the Federal Circuit.

Nicholas has litigated patents in a wide variety of technical areas. In the
area of pharmaceuticals and biotechnology, he has handled many
litigation and other matters involving assays, biologics, bioinformatics,
diagnostics, drugs (both prescription and over-the-counter), drug
delivery systems, and research tools. His patent litigation experience
also extends to a wide range of other technologies, including medical
devices, consumer electronics, software, alternative energy and
financial services.

Nicholas is a frequent speaker on developments in patent law,
particularly issues relating to the life sciences field. He co-teaches a
course on patent litigation New York University School of Law. He has
been quoted on intellectual property law issues in leading business
publications, including the Wall Street Journal, Fortune and the
Financial Times, as well as trade publications such as Scrip and the
Pink Sheet.

Nicholas has received many professional accolades. Chambers noted
that “[h]e has an excellent ability to understand specific legal issues
and translate them to the client in a digestible, understandable and
compelling way.” He also received top rankings in the national, local,
and life sciences categories in Managing Intellectual Property magazine.

He was named as “Litigation Trailblazer” by the National Law Journal,
and is one of the Lawdragon 500 Leading Litigators in the US. He is
also active in several professional societies including the Federal
Circuit Bar Association, in which he serves as past president.

Nicholas P Groombridge
Paul Weiss Rifkind Wharton & Garrison
1285 Avenue of the Americas
New York NY 10019-6064
US
Tel: (1) 212 373 3212
Email: ngroombridge@paulweiss.com
Website: www.paulweiss.com
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Dr Ulysses von Salis, born 1966, is a partner with Niederer Kraft Frey,
Zürich, Switzerland. He studied law at the University of Zürich (lic iur
1990, Dr iur 1996), and qualified in Zürich 1997 and in California
1999. Dr von Salis holds a LLM degree from Harvard Law School
(2000) and is a member of the Swiss Bar. ln 2000 Dr von Salis was
European general counsel with the pan-European incubator
Speedventures in Munich, Germany and Amsterdam, The
Netherlands. He is the author of Private Equity Finanzierungsverträge,
Funktion – Recht – Steuern (Private Equity Financing Agreements,
Function – Law – Tax, 350 pages, Zürich 2002) and of Swiss Merger
Act/Fusionsgesetz (456 pages, www.fusionsgesetz.ch, Zürich 2004) as
well as of other publications and several articles on private equity and
corporate law.

ln his practice Dr von Salis regularly advises investors, banks, managers
and target companies on private equity transactions. Furthermore, he
acts on behalf of Swiss and foreign corporations and financial
institutions with regard to mergers and acquisition, including private
transactions and public takeovers (in particular representing
sellers/buyers of banks, insurance companies, pharmaceutical over-
the-counter producer, producers of consumer products and medtech
companies), securitisations (factoring, mortgage loans), financings
(secured loans) and reorganisations (mergers, demergers,
conversions).

The corporate law practice team of Niederer Kraft Frey includes more
than 20 practitioners. All of them have extensive experience in
corporate transactions and have developed strong and recognised
positions in their particular fields of expertise.

Niederer Kraft Frey represents a wide range of national and
international clients within the banking and finance industry. The
practice covers all of the traditional and recently developed areas of
banking and finance. Niederer Kraft Frey is also well known for its
transactional work in tax, competition and antitrust, information
technology and intellectual property.

Ulysses von Salis
Niederer Kraft Frey
Bahnhofstrasse 53
CH-8001 Zürich 
Switzerland
Tel: (41)  58 800 84 66
Email: ulysses.vonsalis@nkf.ch
Website: www.nkf.ch
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Colin Loveday heads the Clayton Utz product liability group. He is an
experienced trial lawyer with particular expertise in the defence of
product liability actions involving class actions and multi-plaintiff tort
claims and has worked extensively with defence lawyers in other
jurisdictions in the coordinated defence of multinational mass tort
claims.

Over the past decade, Colin has been intimately involved in the
development of Australia's product liability laws and in the majority of
class actions and mass tort cases in this area. His defence work includes
a variety of prescription products and medical devices, infrastructure
failures, financial products and other consumer products. Colin is
internationally recognised for his work in the field of drug and device
litigation. He has worked extensively with in-house counsel and
lawyers in the US and Europe developing international defence
strategies and working with international expert witnesses.

Colin also has a special interest advising manufacturing, pharmaceutical
and medical device clients on regulatory requirements, clinical trials,
labelling and advertising issues, product recalls and hazard alerts and
priorities management issues. He practised as a barrister in New South
Wales between 1985 and 1990, when he became a partner at Clayton Utz.

Colin is a member of the International Association of Defense
Counsel, the Australian Product Liability Association, the Defence
Research Institute and former chair of the Product Law and
Advertising Committee of the International Bar Association.

Colin Loveday
Clayton Utz
Level 15, 1 Bligh Street
Sydney NSW 2000 
Australia
Tel: (61) 2 9353 4193 
Fax: (61) 2 8220 6700
Email: cloveday@claytonutz.com
Website: www.claytonutz.com
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RESTRUCTURING AND INSOLVENCY   PRACTITIONER BIOGRAPHIES

Richard G Mason (Ricky) has been a partner in the Restructuring and
Finance Department of Wachtell, Lipton, Rosen & Katz for over twenty
years.

Ricky has had leading roles in many of the largest and most complex
bankruptcies and out of court restructurings during that time, including
Energy Future Holdings, Puerto Rico Electric Power Authority (PREPA),
Hawker Beechcraft, Kerzner International, FairPoint Communications,
Masonite, Spectrum Brands and Delphi Corporation. He represents bank
and bondholder groups, acquirers, distressed investors, boards of
directors, private equity sponsors and other significant creditors and
shareholders in domestic and international matters.

A co-author of Collier’s Bankruptcy Practice Guide, Ricky speaks on
insolvency subjects at prominent institutions around the world, including
the American Bankruptcy Institute/New York University School of Law
Bankruptcy and Business Reorganization Workshop, Columbia
University Business School, the Canadian Institute, LUISS Guido Carli
(Rome), Israeli Ministry of Justice and Hawkamah Institute for
Corporate Governance (Dubai).

Ricky is a Conferee of the National Bankruptcy Conference, whose
primary purpose is to advise the United States Congress on bankruptcy
law. He is a Fellow in the American College of Bankruptcy. Chambers USA
Guide to America’s Leading Business Lawyers identifies Ricky as one of the
leading restructuring lawyers in the United States. K&A Restructuring
Register lists him as one of America’s top restructuring advisors. Recently,
Who’s Who Legal named Ricky a Thought Leader in North America
Restructurings.

Ricky graduated magna cum laude from Virginia Commonwealth
University in 1983 with a BS in Economics. He was inducted into the Phi
Kappa Phi honor fraternity while at VCU. Ricky received a JD cum laude
from New York University in 1987. At NYU, he became a member of the
Order of the Coif and was on the staff of the Annual Survey of American
Law.

Ricky is an active volunteer for several non-profit organizations. A
Distinguished Eagle Scout, Ricky is the President of the Boy Scouts of
America’s Greater New York Councils, which serves nearly 50,000 young
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What Transfer Pricing Practice could
Reference from COVID-19 Impacts –
Respond, Recover and Thrive
Eunice Kuo and Victor Zhang
Deloitte China
Shanghai

The transfer pricing (“TP”) practice aims to mimic the intercompany ar-
rangements and profits allocation by reference to independent parties in
similar circumstances. As the new coronavirus outbreak has made signif-
icant unexpected impacts on the global economy, the TP practice may
not have sufficient precedent case reference under similar situations, and
inevitably it may lead to challenges and potential controversies of the
taxpayers’ TP arrangement. 

In order to relocate and leverage resources to address different priori-
ties, the authors are of the view that the taxpayers could identify the con-
cerns at different stages over the short, middle and long term along with
the business cycle to respond, recover and thrive. The authors would also
share some strategic thinking over the possible changes in the TP prac-
tice. 

Respond stage: current-year reallocation of profit and loss and
pre-audit preparation 
For the multinational companies (“MNCs”) using the “entrepreneur +
limited risk entity” TP model, the immediate question is whether the
limited risk entities should be entitled to a “guaranteed” return in this
special period. If a local taxpayer is characterized as limited risk entity,
naturally the tax administration would have the tendency for the view
that the local entity should not bear a loss in the downturn, especially if
the MNC group would not compensate the local entity more when the
value chain has excessive profit. 

Quite often the practice would use the analogy of the relationship be-
tween business owner and employee to describe the relationship of en-
trepreneur entity and limited risk entity in a TP context, with the
conclusion that the employee should get paid regardless of the residual
profit or loss attributable to the business owner.
Interestingly, from the recent public news this
conclusion may not necessarily hold up in the
COVID-19 period: we read the news that some
soccer players agree with a large salary cut due
to the suspension of soccer leagues in Europe;
we also read the news that some restaurant em-
ployees in China had to take unpaid leaves as
one of the measures to keep the business from
immediate bankruptcy risk during the lock-
down period.

While the authors do not get access to the
labour contracts for those in the news stories, it
could be reasonably expected that the force ma-
jeure clause could be relevant in the negotia-

tions, and likely one of the key driving factors of the final decisions. For
reference of TP practice, this evidences the importance of reviewing the
current intercompany agreement.

In an intra-group context, rather than solely relying on the contract
terms, the practice requires functional analysis to determine whether the
contractual assumption of risk is consistent with the actual conducts,
and the parties have the ability/ financial capacity to control/ assume the
risks. 

The major supply chain risks arising from the current COVID-19 pe-
riod may include how to recover the fixed cost
in the absence of business volume (capacity risk
from outbreak), the financial impact due to the
market price risk reduction, shortage of raw
material supply, raw material price increase, etc.
While no tax administrations would welcome
the local taxpayers suffering operating losses,
the starting point of the risk-taking analysis
would be the examination of the intercompany
agreement and the functional/risk analysis. This
could support the technical basis of the taxpay-
ers’ decision on the profit allocation or loss
sharing during the special period of time, and
also build up the ground of pre-audit prepara-
tion.

HOW HAS COVID-19
IMPACTED ON

TRANSFER PRICING
PRACTICE – RESPOND,
RECOVER, THRIVE?
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Recover stage: realignment of the new supply chain and TP policy

Revisit the key value drivers of the business 
In a traditional value chain analysis, depending on industries but quite
often the MNCs would attach importance to the R&D technology and/
or the brand marketing as the key value drivers in the business, and often
those functions are provided with the residual if the overall value chain
has excessive return in the “normal” time. 

In the special COVID-19 period, some less visible factors would pos-
sibly play more important and even dominant roles, and therefore would
be worthwhile to revisit the value chain of the business with the “abnor-
mal” situations as well. At the time of global supply chain being inter-
rupted, the ability of maintaining a stable supply chain for the group’s
business would become very critical for cost control and business conti-
nuity. In particular, in the event of lock-down, the customers would only
pay for vendors that could deliver the goods or services. This could not
be achieved overnight, but has to rely on the long-term strategic rela-
tionship with supplier network, supply chain system design and imple-
mentation, and workforce management skill, etc. 

While the TP practice has been paying more attention to such supply
chain functions and operational know-how (instead of a very simple
cost plus return), if those are proved to be the key differentiators for a
firm in the special situations (and one cannot really predict when would
a sudden crisis take place), their relative contribution should be re-as-
sessed in the future TP analysis. 

In addition, many MNCs are restructuring their business arrange-
ment to cope with the difficulty of long-distance logistics and cross-bor-
der travel limitation. In the event that the business would adopt a more
decentralized operational model as a legacy impact of COVID-19, the
MNCs may also need to update their current value chain contribution
study. 

More tolerance of flexibility in profit allocation 
The observation in the COVID-19 period could refresh some of the
mind sets of “limited risk”/ “risk-free” entities for both tax administra-
tions and taxpayers. For example, from the news stories it seems the em-
ployees, even in a (relatively) fixed return agreement with the business
owners, would consider bearing partial loss in certain situations. There
could be quite a few economic and/or social factors driving such deci-
sion, but the realistic alternative analysis must be one of them: if not
bearing some of the loss with the hope of sustaining the business, the
employees may not have another better option in the special period.

The lessons for the TP practice is that more tolerance of flexibility
could be needed for the “limited risk” arrangement set-up. While the
one-sided TP method could still hold up, likely a more thorough study is
necessary to define the allocation of operational risks. For example, a
contract manufacturer may get a higher or lower return if it could man-
age the manufacture process more or less efficiently, and a limited risk
distributor could also have some profit fluctuation depending on the
economy of scale. If the relatively simpler entity under the transactional
net margin method (i.e., the tested party) is responsible for significant
fixed expenditure, this should be taken into account as one of the com-
parable factors and the TP model design, meaning the entity is exposed
to both the risk of cost recovery and the profit potential. 

A “risk-free” arrangement could be even rare, only with the excep-
tional cases whereby the contractual arrange and the people function
could all support such. Picking a typical Hong Kong offshore back-to-
back trading model as an example, there is no people function in the
trading entity and the Hong Kong entity would solely act as a re-invoic-
ing role, which would be perceived “risk-free” and would be compen-
sated by cost recovery method with minimal profit. 

Thrive stage: post-COVID-19 TP model management 

Alignment of the business performance with TP outcome
The COVID-19 threats would be gone (hopefully sooner than later), and
business would be thriving again, while TP controversies would be going
on. If the business unfortunately suffers significant loss arising from
COVID-19 impacts, logically the taxpayers may think about tax loss uti-
lization planning, but need to align the TP outcome with the actual
value creation. 

The TP practice often leverages third party information from exter-
nal public databases as “benchmark” to support the intercompany profit
allocation. This approach makes use of the public information available
to all parties and creates a common ground of communications, and un-
derstandably could be widely used. 

Back to our news stories, while some soccer players and restaurant
employees would have the pay cuts in the special time, as part of the
compensation package likely they would also get additional perfor-
mance-driven bonuses when the business climbs up. 

Accordingly, there could be another angle to review how the MNCs
would decide the internal allocation of operating result based on man-
agement performance. From time to time, the MNCs would set up key
performance indicators (“KPI”) to different functions and locations as
the basis of management performance review, or different business units
within the group would negotiate on the profit allocation (similar to in-
dependent partners negotiating in a joint-venture). On the basis that the
“units” in the management performance review could be mapped out
with the TP analysis at the legal entity level, such internal management
performance information could provide quite useful insight to the TP
practice, since such internal allocation is independent of any tax consid-
eration and is closely relevant to the interest of stakeholders. 

If there is good documentation to show all functions and locations in
the group substantially suffer from the COVID-19 impacts, it may not
be reasonable to expect a legal entity must be guaranteed with certain
profit return. Correspondingly, if an entity’s local management is highly
rewarded for achieving high profitability from management perfor-
mance perspective, it may be difficult to explain why the local entity not
rewarded with any excessive profit at all. 

Operational TP transformation with digitalization mechanism
In practice, it has been a common challenge for MNCs to land the
year-end result with the targeted TP policy, due to the changing finan-
cial data, the adjustment hurdles like indirect tax and foreign exchange,
etc. 

If some of the changes discussed in this article are realized and be-
come permanent, the taxpayers in particular large MNCs would need to
assess what would be the “incremental” impact on their daily TP opera-
tion. The management with digitalization mechanism could become one
of the necessary operatons, for example: 
• In order to allow for more flexibility on the profit allocation, more

parameters would be used in the TP setting, and timely data/ result
output for review and adjustment would be required. 

• The management of TP in a more decentralized operation model
may call for an effective system to consistently implement the MNC
group’s TP policy.

• If the MNCs intend to reference management performance result
and align the TP outcome, depending on whether this would lead to
a relatively complex profit split, the use of digital tools could be even
more useful in designing the profit allocation model and keeping
track of the TP.    
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Planning for Digital Intangibles in
Economic Ups and Downs

Dr Yves Hervé (left) and Dr Alexander Voegele (right) 
NERA Economic Consulting
Frankfurt am Main

Investments in intangibles have increased dramatically over the past
few years. Global tech leaders based in California invested hundreds of
billions of dollars in digital technologies to grow their userbase and
commercialize data. Market leaders from other industries—automo-
tive, aviation, retailers, and others—have been jumping on the digital
train, investing similar amounts in new technologies like self-driving
vehicles, electronic warehousing, and related digital services to im-
prove customer satisfaction and commercially exploit user data. Such
enormous financial investments will likely weigh heavily on profits,
but are necessary for medium- and long-term survival. 

Investments in intangibles are often regarded as riskier than tangi-
ble assets investments, which is why they are not always booked as as-
sets but rather expensed. 

The reluctance on the part of accounting departments to book in-
tangible assets is largely due to a lack of security, particularly in times
of financial crisis. However, OECD provides excellent justification and
effective guidance on how to securely book intangibles.

The DEMPE and hard-to-value intangible concepts defined by the
OECD 2018 transfer pricing principles requires the definition and
arm’s length valuation of intangibles each time an intangible contri-
bution of value is transferred from one country to another or when it
is used in another country (even when it has not materialized into a
traditional intangible asset). This is independent of the intangible’s
treatment in financial statements, tax balance sheets, double tax
treaties, etc.

This guidance opens new approaches to using and valuing intangi-
ble transactions. 

In most cases, intangible investments are unique, with no compa-
rable market prices. Therefore, traditional
benchmarking will be highly unreliable and
not acceptable by tax authorities. Today, rules
of thumb like Goldscheider or Knoppe are
obsolete. Profit splits may be adequate in
some cases but are very often misleading.

Expenses Versus Assets: When to
Remunerate a Flop 
Accounting rules are different but, in general,
they suggest that intangibles have to be
booked as an asset when the intangible can be
defined as something usable (e.g., an active
ingredient or a vehicle part), whereas a flop
has to be expensed. Pure research has to be

expensed, as long nothing usable has been developed.
In the case of digital intangibles, the large majority of early pro-

jects for the analysis of the behaviour of platform users, consumers,
patients, drivers, bikers, and others, are failing. However, these failed
projects often generate valuable platform ideas, insights, and data on
how to further develop digital solutions. Therefore, many initiatives
that are deemed flops at first may still create great value for follow-up
initiatives. As far as another company would pay for the insights and
data generated, and would no longer need to make similar research in
a defined first step, the results from failed initiatives are in fact eco-
nomically valuable. As such, they should be valued and remunerated
as they would be when transacted between third parties. 

In many cases, European multinationals conduct comprehensive
research or prototype manufacturing and testing in countries like the
US or China. Subsequently, the insights gained (= platforms) may
allow the development of tailored solutions in Europe. Effectively, the
US and China have created intangible contributions that are trans-
ferred to or used in other countries. 

Therefore, it is essential to develop adequate criteria for evaluating
the extent to which the results from seemingly failed intangible invest-
ments should be remunerated, when they will be transferred to other

countries. Similar criteria may also be used
for accounting rules like IFRS.

How to Value Such Intangibles

1. Cost
Traditionally, the development of early-stage
intangibles has been valued at cost. If the re-
sults are not protected, third parties could pur-
chase these results based on their own costs
saved and on the results from earlier access to
market. Therefore, the costs of the initial re-
search is only a first indication of potential
value; values related to timing and other mar-
kets would also need to be taken into account. 

TRANSFERS OF
INTANGIBLES ARE

DISCLOSING HIDDEN
RESERVES AND CAN
HAVE ENORMOUS

POSITIVE EFFECTS ON
THE BOTTOM-LINE
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If the results are protected by patents or other protective measures,
generally costs are no reasonable indication of the value of research
results. However, there are exceptions.

2. Internal Comparable Data
Sometimes, pharmaceutical and automotive companies have joint
ventures with other pharmaceutical and automotive groups for re-
search on models, pieces, or active ingredients. As far as the profit po-
tentials are similar, these comparable data can be used for a company’s
own developed research as well, and the license fees agreed with these
competitors can be used for internal transactions.

3. External Comparable Data
To the extent that intangibles are not unique, benchmarks from exter-
nal comparable data can be used. As far as there is no high or extraor-
dinary profit potential, this may be the case in routine films, books,
and standard software. There is a grey area regarding trademarks and
brands. However, there is generally no reasonable data from third par-
ties for early developments in, for instance, data analysis of user be-
haviour or self-driving cars.

4. Profit Split
Here, we have to differentiate between the valuation of the entire in-
tangible and the calculation of the license fee and the valuation of the
share of each contributor.

A. Valuation of the Intangible
Following the OECD principles, the valuation of intangibles should
usually be based on discounted cash flow approaches. Subtracting
normal asset returns on material assets from the company value may
give a good indication of the residual, reflecting the combined value
of all intangible contributions.

To break down the share of each individual intangible in these fu-
ture cashflows is more problematic. Often, this is determined by capi-
talized cost approaches. Expert surveys may support the choice of
costs, gestation lags, and amortization. In cases of digital contribu-
tions and highly valuable userbases, capitalized costs will usually not
work. Case specific data-based industrial economic analysis may pro-
vide more reliable results. There is a certain consensus how to calcu-
late the net present value of future cashflows from investments in
technologies and in user data by the New Economy; in many cases,
such calculations lead to very high values for early investments. These
calculations can also be used by car or airplane manufacturers or by
retailers for their investments in technologies for analysing user data
and user behavior. 

B. Calculation of License Fees
The remuneration of non-unique intangibles may be determined by
benchmarking standard royalty rates. This may be the case for stan-
dard software, books, films, or active ingredients without high profit
potential. 

License fees for technology and userbases, or for active ingredients
or the behavior of drivers etc., should be determined by profit split
analysis, which is based on the individual DEMPE contribution to
each intangible.. Sometimes the contributions can be measured by

capitalized costs of each intangible. This had often been the case in
the traditional automotive industry. In general, the investments in the
userbase, the analysis of users, or the behaviour of car drivers require
more complex valuations, considering the various and very distinct
contributions. Good results can be achieved by game theoretical anal-
ysis. Practice shows that game theory analytics can be translated into
fairly reasonable license fees.

These license fees can be paid in the form of fixed or variable roy-
alties. Variable royalties are very helpful in times of high profits and
reduce cash flow problems in times of crisis.

C. Economic Ownership of contributors
The economic ownership of the intangible has to be split between the
contributing companies. Research and development may be exercised
by contract researchers and developers working for one economic
owner. Contract R&D and cost sharing for one legal or economic
owner can be reasonable when the entire R&D is led, managed, fi-
nanced, and controlled by one entity in one jurisdiction. These tradi-
tional situations changed in the last few years due to the acquisition of
intangible owning companies and start-ups, and because of globalisa-
tion and scarcity of talents. As a result, economic ownership is spread
over multiple jurisdictions. 

Economic ownership in several countries is not only negative. It
also leads to many advantages because the ownership or the usage can
be transferred across countries. In such case, OECD and DEMPE
guidance can be applied, resulting in high profits (helping in crisis) or
losses (avoiding discussions on amortization). Companies may trans-
fer the economic ownership or keep it where it is. Insofar as compa-
nies have ownership across countries, MNCs can influence their
results.

5. Digital intangibles and trademark value
The value of trademarks is closely linked to the value of digital intan-
gibles in many companies. Such trademarks cannot only be licensed
but also transferred within the group. When transferring to foreign
group entities, the trademarks must be valued at arm’s length, often
resulting in extraordinary profits. In times of losses, such transfers are
disclosing hidden reserves and can have an enormous positive effect
on the bottom-line. 

In addition, there are possibilities of tax-free transfers of trade-
marks, (e.g., in Germany, trademarks can be transferred to sub-
sidiaries in the form of limited partnerships). In such cases, the
transfer may only lead to deferred taxes, but not to cash taxes. 

Planning for Intangibles in the Future
The use of traditional tax planning for intangibles is not dead. Patent
boxes and similar structures, contract R&D in high-tax countries for
principals in low-tax countries, and cost sharing can still be used, as
far as the lead, management, and control is with the principal in the
low-tax country. Otherwise, the desired tax effects of certain group
structures will not be sustainable. 

In addition, as described in this article, intangibles can be trans-
ferred from one country to another. The tax effects are not necessarily
negative. Some structures may be tax saving and these transfers can
lead to significant effects on the bottom-line.
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International – the importance of
regular evaluation of transfer pricing
policies
Danny Oosterhoff 
Ernst & Young Belastingadviseurs LLP
Amsterdam

Over the last couple of years, the number of specific transfer pricing
audits has risen sharply across the globe. For a number of different
reasons, including government budget considerations, changing per-
ceptions around international taxation transfer pricing combined
with a changed attitude towards multinational enterprises in general
the nature, underlying approaches and eventually the results of these
audits have changed as well.

Controversy landscape – diverging interpretations of the arm’s
length principle
Against a background of a continuously evolving regulatory frame-
work, many of these audits can be characterized by a stark increase in
diverging interpretations of the arm’s length principle. This can par-
tially be explained by the level of regulatory change and the increased
complexity around how to apply the arm’s length principle. Both gov-
ernments and companies alike have not completely grasped all the
nuances yet around the changes to the arm’s length principle that
BEPS introduced. At the same time, many countries quickly came to
the conclusion that BEPS was not sufficient and governments have
shifted gear towards BEPS 2.0 and/or unilateral measures to make fur-
ther changes to the tax framework. Although BEPS 2.0 still need to be
finalized, some of the underlying concept already fuel current inter-
pretations of the arm’s length principle. However, these diverging in-
terpretations between countries also increasingly exist within
countries whereby consistency between inbound and outbound per-
spectives is often lacking. One can ask whether or not the arm’s length
principle has become too complex or even whether multinational en-
terprises are too exposed to more opportunistic interpretations of the
arm’s length principle.

Changing audit approaches
In evaluating the outcomes of audits and re-
sulting transfer pricing controversy cases
there has been much more emphasis on the
importance of people functions. This empha-
sis is very much consistent with the changes
in the transfer pricing regulatory framework
across the last decade. What has really
changed is the focus on actual evidence that
the functional contributions are indeed in
line with what was described in intercompany
contracts and transfer pricing documenta-
tion. Tax authorities started to focus more on

reviewing internal communication, evidence of decision-making,
alignment between managerial responsibilities and key performance
indicators versus statutory results and other true business aspects ei-
ther in traditional ways or through downloading information directly
through access to a company’s IT systems. This focus on more de-
tailed business aspects has contributed to diverging interpretations as
well since the business facts and underlying transfer pricing conclu-
sions are very much influenced by a more subjective judgement. How-
ever, another aspect that becomes clear when looking at these results
is that in many cases, transfer pricing policies have not kept pace with

the level of change in the regulatory environ-
ment. In many cases, the level of change
within a company’s transfer pricing policy
was (much) more limited as compared to
how the approach to the arm’s length princi-
ple had evolved into. The introduction of
BEPS arguably had a greater impact on the
transfer pricing compliance approaches of
multinational enterprises and certain aspects
of their overall risk management approach in-
stead of implementing specific changes to
their transfer pricing policies.

Requirement to update and align transfer
pricing policies

As part of an overall controversy strategy,

TRANSFER PRICING
POLICIES OF

MULTINATIONAL
ENTERPRISES REQUIRE

MORE TIMELY
ALIGNMENT WITH
INTERNATIONAL
DEVELOPMENTS
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the regular monitoring of transfer pricing policies should be a key pri-
ority. The evaluation of transfer pricing policies should be combined
with a real willingness or preparedness to make actual changes to
transfer pricing policies. In many cases, an assessment around the
alignment with the current regulatory framework does entail the need
for specific changes. Such changes may range from mere increases/de-
creases in license payments due to DEMPE alignment, acknowledge-
ment of other non-routine contributions that require different
remuneration levels or to even more fundamental changes to the
choice/selection of transfer pricing methods. In certain cases the
TNMM may not even be an option anymore. Also, global consistency
has always been considered a key pillar of a company’s best practice
approach to transfer pricing. Nonetheless, with a more prominent and
fundamental divergence in approaches between the major Western
economies versus many emerging economies a more tailored ap-
proach that accounts for such differences might be advisable.

Covid-19 – an unprecedented case that impacts transfer pricing
policies
The Covid-19 outbreak had and continues to have an unprecedented
impact on business. This outbreak and the subsequent governmental
actions resulted in disruptions on the supply chain side and triggered
a stark decline on the demand side in many different business sectors.
This decline impacted both the business-to-business and business-to-
consumer segments. Businesses were confronted with (immediate)
challenges around liquidity and also both short term and long-term
profitability consequences. The Covid-19 outbreak underscores why a
status quo around a multinational enterprise’s transfer pricing policy
is in many cases simply not an option. In assessing the regulatory
framework, it is clear that this crisis has a profound impact on compa-
rability factors that should be taken into account: economic circum-
stances, government actions and (responding) business strategies. In
many cases, there is a direct correlation between the drop in demand
and the government actions (e.g., lock-downs and actual store clo-
sures). Also, when comparing intercompany policies with actual

third-party behaviour this unprecedented time highlights many dis-
ruptive changes between third parties. Most companies quickly expe-
rienced different/suspended payments terms, lease payment breaches,
order cancellations, shortage/supply limits of raw materials and even
complete contract cancellations/renegotiations and actual “force-ma-
jeure” cases. All this evidence of new third-party behaviour should
one way or another be factored into transfer pricing policies. Time
will tell whether this is a short-term or more structural long-term re-
quirement.

Furthermore, the Covid 19 outbreak has triggered a level of “ex-
traordinary costs” that were not foreseen in transfer pricing policies
and/or specific elements pricing of adjustment mechanisms but need to
be accounted for. Some price adjustment mechanisms have triggered
immediate issues from a customs perspective due to the a very sharp re-
duction in intercompany prices to still meet target margins. Certain
companies even faced examples whereby it was necessary to charge
products below cost price in order to adhere to policies which triggers
other challenges (like anti-dumping measures) that need to be resolved.

For many multinational enterprises across different industry seg-
ments, transfer pricing policies typically do not rely upon Compara-
ble Uncontrolled Prices and potential CUP transactions are often
easily dismissed a sufficiently comparable. The Covid-19 outbreak
nonetheless does provide for a lot of (changed) third-party be-
havioural evidence that cannot be ignored in evaluating transfer pric-
ing policies.

In many ways, the Covid-19 outbreak and resulting crisis is a harsh
reminder that transfer pricing policies require regular evaluations and
monitoring against an evolving regulatory landscape and actual busi-
ness realities. In relation to the Covid-19 crisis, this triggers an oppor-
tunity to deal with both immediate business challenges and consider
regulatory alignment simultaneously. On a more structural basis, it
provides the foundation for being more prepared to deal with the on-
going wave of transfer pricing audits and to pro-actively ensure a
company’s transfer pricing practices has kept pace with the evolving
interpretation of maintaining the arm’s length standard.
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Increased tax transparency and tax
authority cooperation fuels tax
controversy momentum in the Asia-
Pacific region
Luis Coronado
EY
Singapore 

The Organisation of Economic Co-Operation and Development
(OECD)’s Base Erosion and Profit Shifting (BEPS) project has pro-
vided fuel for tax authorities in the Asia-Pacific (APAC) region.
With increased tax transparency and tax authority cooperation, tax
authorities continue their momentum for enquiries, specifically
with respect to transfer pricing (TP) matters.

Tax authorities in APAC have steadily been stepping up on TP en-
forcement in recent years. Swift implementation of enhanced stan-
dards for Exchange of Information (EOI) and Country-by-Country
Reporting (CbCR) have led to tax authorities having unprecedented
and coordinated access to more information. Deployment of technol-
ogy to analyse big data and increased connectivity between different
branches within tax administrations further contributed to this trend.
The ongoing debate around what constitutes a fair share of tax has
further fuelled the intensity of tax assessments and audits. 

Australia
Many multinational enterprises (MNEs) have been facing intense tax
audits and discussions in Australia. The Australian Taxation Office
(ATO) is now issuing more formal information requests, including in-
formation relating to overseas entities. The detailed requests include
internal email trails, board papers and/or minutes. There have also
been situations where the ATO utilised information from EOI ex-
change (including from CbCR and spontaneous exchange of rulings). 

As a means to steer compliance, the ATO released a number of
Practical Compliance Guidelines (PCGs). In 2019, the ATO released a
draft PCG providing guidance for the Arm’s-
Length Debt Test (ALDT)1 in relation to Aus-
tralia’s thin capitalization regime. The draft
PCG outlines the more stringent analysis ex-
pected in applying the ALDT and reflects the
ATO’s overarching view that gearing2 in excess
of the safe harbour debt amount should only
be observed in limited circumstances.

Another key PCG3 provides a risk assess-
ment framework for MNEs’ distribution op-
erations in Australia i.e., “risk zones” (white,
low, and medium-high) guiding the level of
expected ATO scrutiny. The risk rating out-
comes will steer the level of intensity of ATO
discussions and dispute resolution options. 

These safe harbours, could on the one hand provide taxpayers
more certainty and practical means to manage long and tedious dis-
putes. On the other hand, it may be argued that these safe harbours
may not necessarily lead to arm’s length outcomes when taken in a

broader (global) context of a taxpayer’s TP
policy. In other words, even when a taxpayer
falls within a medium-high risk factor under
the ATO’s risk assessment framework, this
does not necessarily mean that the transac-
tions are not at arm’s length. It therefore re-
mains to be seen whether adopting such safe
harbours may end up creating double taxa-
tion or disputes in a cross-border context. 

Mainland China
TP continues to be one of the State Taxation
Administration of China (STA)’s key areas of
focus. Intangibles-related matters, appropri-
ateness of cost sharing arrangements as well

TAX AUTHORITIES IN
THE REGION ARE NOT

EXPECTED TO BE
SLOWING DOWN THEIR
REVIEW OF TP MATTERS
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as outbound payments (e.g., royalties, management and service fees)
continue to be closely scrutinised. However, there has been a general
decline in tax investigations, signalling a maturing Chinese TP regime
and shift in priorities. 

In 2018, Mainland China piloted a Global Analysis Framework for
MNEs (i.e., profit monitoring mechanism) in the Jiangsu province,
with the anticipation for nation-wide roll-out at later stage. This is
aimed to introduce a risk matrix to monitor and rank MNE groups
into tax risk levels to facilitate swifter and more targeted regulatory
actions. Taxpayers identified as “high-risk” are expected to have in-
creased engagement with the tax authorities. 

For some time now, we are aware that the Chinese authorities use
combinations of tools to gather data (e.g., commercial database and
company websites), automated search tools, which scan the internet
for public information (e.g., on restructuring measures, acquisitions
or even new transactions). 

On a positive note, we have observed increased openness from the
Chinese authorities to engage in Advanced Pricing Agreements
(APAs) to resolve technical TP issues. This goes hand in hand with the
introduction of a tax refund mechanism in China’s tax legislation.
Whilst still in its early days, these developments signal the intent of
Mainland China to meet growing demands of taxpayers seeking tax
certainty in a post BEPS world. 

Hong Kong
Tax controversy topics in Hong Kong continue to be dominated by is-
sues surrounding offshore tax claims. Management services and inter-
company loans also continue to be reviewed. 

One of the key developments was the establishment of a formal
TP examination process and (24-month) timeline in July 2019 (See
figure 1) 

The adoption of the 3-tier OECD Masterfile, Local File and CbCR
requirements in 2018 gives the Hong Kong Inland Revenue Depart-
ment (IRD) unprecedented access to information on MNE’s group
and local TP practices. Taxpayers should gear up for increased
scrutiny and stepping up of enforcement of the examination of the
arm’s length principle. 

Consolidation can be taken in the IRD’s keen interest to support
cross border dispute resolution mechanisms. Hong Kong has been
progressively engaging in unilateral and bilateral APA applications
with taxpayers as it continues to gain experience in these procedures. 

Indonesia
Taxpayers can expect continued focus by the Indonesian Tax Office
(ITO)4 on examining taxpayers’ comparables set, disputing the use of
TP methodology selected, intra-group services transactions and roy-
alty/Intellectual Property (IP) payments, TP loss adjustments, etc. 

The ITO has also steadily been stepping up its tax audits. As com-
pared to 2017, the 2018 audit coverage of realized audits for corpo-
rates has increased. Further, in 2018, the Directorate General of Taxes
and the Directorate General of Customs and Excise have completed
34 Joint Audits (out of 39 assignments). We have also encountered a
number of EOI requests from the ITO as part of the tax auditors’
preparation in arranging their arguments and positions. 

It is expected for the ITO to continue emphasizing on TP re-
views. On this note, the use of bilateral dispute resolution platforms
such as APAs and Mutual Agreement Procedures continues to be
limited (but growing). 

Japan
Historically, tax auditors in Japan are very thorough and detail oriented.
There is continued focus on international transactions, such as on IP
transfers or changes in supply-chain models. 

It is also becoming more common for the tax bureaus to combine
normal corporate income tax and TP examinations. The National Tax
Agency has invested resources to educate and build additional TP special-
ists who are assigned to all examinations with material inter-company
transactions. There is now also more focus on medium to smaller compa-
nies. 

TP company visits continue to be conducted by the tax bureaus. Selec-
tion is based on tax return information. Typically, such visits will cover
compliance status, discussion of issues commonly subject to scrutiny in a
TP audit and/or which require attention when forming the TP policy.
There may also be requests for interviews with business partners and cus-
tomers (e.g., to understand the value added provided by the taxpayer). 

Tax bureaus start to examine information from the Group Masterfile
and CbC reports submitted as well as information obtained from other
sources (e.g., market surveys/ data from market research institutions, EOI
etc.). 

Philippines
On 27 August 2019, the Philippine Bureau of Internal Revenue (BIR)
issued the Revenue Audit Memorandum Order (RAMO) No. 1-2019 –

Source — IRD presentation on HKICPA annual tax update dated 20 July 2019
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known as the “Transfer Pricing Audit Guidelines” – to provide stan-
dardized audit procedures and techniques. 

Broadly, the TP audit is expected to cover: 
• Business restructuring within a multinational group, 
• Intra-group services, 
• Transfer and utilization of tangible and intangible asset transac-

tions, 
• Cost contribution arrangements
• Capitalization/ interest payment transactions

The audit covers cross-border, domestic and intra-firm transac-
tions (i.e, taxpayers with different tax regimes).

Singapore
With Singapore signing on as a BEPS Associate, Singapore has stepped
up its TP enforcement and administration. 

Singapore amended its TP legislation in November 2017 which
takes effect for Year of Assessment (YA) 2019 (broadly relating to fis-
cal year 2018). Such amendment increases penalties for non-compli-
ance with TP documentation requirements and introduces a 5%
surcharge (penalty) for TP adjustments. Coupled with the introduc-
tion of related party disclosure forms (RPT forms) from YA 2018, the
Inland Revenue Authority of Singapore (IRAS) will have greater ease
of evaluating TP issues. The IRAS can at times, also be detail oriented
in seeking clarifications of tax matters under review (eg., board min-
utes etc.). 

We have also observed the IRAS starting to conduct TP audits (in-
stead of TP Consultations), signalling a stronger intent of IRAS to en-
force the arm’s length principle.

Thailand
Thailand’s new TP Act applies for years commencing 1 January 2019,
which requires: 
• Submission of TP form 
• Preparation of TP documentation

Further regulations and guidance on the scope of the TP docu-
mentation under the new TP Act is still being awaited and highly an-
ticipated. As with the current situation, lack of compliant Thai TP
documentation is expected to delay the resolution of tax audits and
tax refunds (if any). 

In the environment where TP audits continue to be very common
and are highly intensive, the submission of the TP form will likely
draw further scrutiny of TP matters. Thai tax authorities may also
refer to other information submitted for other purposes (e.g., with the
Board of Investments for information related to tax incentives
granted). 

Conclusion:
Tax authorities in the region are not expected to be slowing down
their review of TP matters. New practice guidelines, legislation
changes introducing enhanced TP documentation or TP forms, rules
and unprecedented tax authority co-operation (e.g., through EOI)
will only serve to fuel the momentum for more intensive challenges
on TP. 

Layering on the current discussions on BEPS 2.0, which seeks to
introduce new nexus and TP rules arising from the digitising of the
overall economy, will add on additional complexities. Are you ready
for this change? 

1     PCG 2019/D3
2     Gearing is the ratio of a company’s loan capital (debt) to the value of its ordinary shares (equity). 
3     PCG 2019/1. 
4     Also commonly referred to as Directorate General of Taxes (DGT)
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The Impact of COVID-19 on
Transfer Pricing

Shiv Mahalingham 
Deloitte Middle East
Dubai

This article looks at the current COVID-19 crisis and the impact it
will have on Transfer Pricing and Multinational Enterprises (MNEs)
who are dealing with Transfer Pricing issues. 

The impact can be segregated into three key aspects of how Trans-
fer Pricing will be impacted by recent events – these are key areas
MNEs should be aware of in 2020 and 2021: 
• The real time impact on Fiscal Year 2019 (FY2019) Transfer Pricing
compliance that MNEs are dealing with at the present moment in
time (many MNEs have December 2019 year ends for example and
have reporting requirements now);

• The economic impact on FY2020 Transfer Pricing Policy design
and documentation that clients will be dealing with later in the
year as the impact hits business and also into 2021 when the cur-
rent fiscal year is reported;

• The future impact on FY2020 transfer pricing audits that may ma-
terialize in 2021;

1. Transfer Pricing Compliance for FY2019 
Tax Authority approach to filing deadlines and current year
audits
It is common in MENA for the Transfer Pricing reporting process to
be aligned with Corporate Income tax reporting. In this regard, we are
witnessing a number of (helpful) extensions being granted by Tax Au-
thorities in the MENA region (e.g. the General Tax Authority in Qatar
has provided an extension for Tax Return submissions from 30 April
to 30 June) in 2020. Other Tax Authorities may also provide exten-
sions to filing deadlines and this will be helpful for MNEs so it is im-
portant to assess and understand this. It should be noted that clients
are still receiving Transfer Pricing audit en-
quiry letters despite the fact that remote
working has been implemented in MENA. It
is likely that on site field inspections may not
be so common going forward.

Discretionary tax spend versus non-discre-
tionary

Whenever cash is king, MNEs will need to
focus on what they need to do versus what
could be deferred. By way of example, some Tax
Authorities in the region (e.g. Egypt) require
documentation to be filed with the Tax Author-
ity each year; however, others Tax Authorities
only require documentation on request. Many
MNEs take the view that they can prepare doc-

umentation if requested in real time and it is my experience that it de-
pends on the degree of complexity and risk. Resources should be allo-
cated to the higher complexity and higher risk areas. If an area is low risk
then it might enter the definition of discretionary tax spend. Conversely,
dealing with tax audits is not discretionary. Minimizing cash tax leakage
through TP challenges and adjustments will be important.

Tax Certainty 
An important option to consider for FY2019
and beyond is with respect to tax rulings, Ad-
vance Pricing Agreements (APAs) and cer-
tainty. It may be possible to release uncertain
tax provisions (providing a potential earnings
benefit), reduce future tax spend and reduce
potential tax adjustments/penalties by going
for certainty rulings with Tax Authorities.

2. Transfer Pricing Policy Design and
Documentation for FY2020 – A “Seven
Step” Checklist
There are a number of economic changes that

WHENEVER CASH IS
KING, MNES WILL NEED
TO FOCUS ON WHAT
THEY NEED TO DO

VERSUS WHAT COULD
BE DEFERRED



BEST OF THE BEST EXPERTGUIDES 67

THOUGHT LEADERSHIP TRANSFER PRICING

UN I T E D  A R A B  E M I R AT E S

MNEs will deal with in 2020 and it is important to address this in
Transfer Pricing policy design and documentation. The following
seven items will be relevant and should be considered in turn:
• Capturing the impact of the crisis in the industry sections for

FY2020 files – i.e. what are the key pressures being faced in the
industry in terms of reduced demand, restricted supply, etc.;

• What will the impact be on risks as reported in the Functional
Analysis section of FY2020 files – the changes to the risk envi-
ronment may span from forex exposures due to market volatil-
ity through to employee health, motivation and productivity; 

• What is the MNE’s strategic response to the crisis? Strategic de-
cisions, insurance provisions and risk management are key
value drivers for transfer pricing;

• There may a requirement to movement cash/financing to areas
of the business that need it and the related intra-group interest
will be required on O/S balances – in addition, Central Banks
may act now to reduce interest rates to try to stimulate the
economy;

• Increased losses/depressed margins may result through direct
impact on the business and also derived demand impact from
major customers. How should/could these losses be shared be-
tween entities?, would it be appropriate at arm’s length to not
charge intra-group transactions in certain situations if this
would exacerbate losses?;

• Business restructurings may be precipitated by the crisis (e.g.
downsizing, offshoring, etc.) and will require suitable Transfer
Pricing support if there are any tax advantages (such as in-
creased losses); 

• Note that certain Transfer Pricing methods that are
revenue/profit based can actually lead to an increase in revenue
and profitability as the parties are incentivized to add more
value. It is important for MNEs to think about whether a par-
ticular Transfer Pricing model may accord with the MNE’s
commercial objectives to control cost and enhance revenues;

3.Increased Likelihood of Transfer Pricing Audits for FY2020 
There are a few key areas of risk that may be exacerbated by the
current environment.

Remote working and “E-Decisions”
Firstly, Permanent Establishment risks might be increased with re-
mote working and employees that might be making more strategic
decisions. In fact, a new precedent may be established for the ability of
MNEs to make “E-Decisions” from a remote location without being
on the ground in a particular location. This will be important in sup-
porting economic substance and significance under Transfer Pricing
regulations. 

Support for losses/low margins
It is also important to build robust economic support to defend
FY2020 losses/depressed margins. In FY2019, there were already a
number of Transfer Pricing audits in the region with MNEs having to
defend the commercial reasons for losses and low margins. This situa-
tion may be exacerbated in FY2020 numbers and will lead to more
audit challenges from Tax Authorities.

Fiscal Policy responses
Fiscal policy at the MENA Ministries of Finance and Tax Authorities
will also impact transfer pricing in terms of potential changes to cor-
poration tax rates as a response to the economic environment. Tax
Authorities may provide incentives/relaxations or we may see an in-
crease in corporation tax rates to recover finances – in these situations
it will be important for MNEs to ensure that they keep pace with new
regulations and rates.

In summary:
Stay safe and stay healthy. With respect to Transfer Pricing:
• Concentrate on what you need to do under Transfer Pricing laws

and Corporate Income Tax laws (especially with respect to report-
ing deadlines) and push out anything that is not critical;

• Look for certainty via tax rulings to agree transfer pricing with a
Tax Authorities if available as this can reduce significant cash tax
outflows in future years;

• Capture the economic reasons for any commercial changes being
made in 2020 to respond to the crisis…as this will help support
your FY2020 transfer pricing position next year (follow the “seven
step” checklist above).
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corporations investing into Germany.

Thomas has a focus on the automotive industry and is the transfer pricing
leader for this industry specialisation in Germany/Switzerland/Austria.

Professional experience
From 2006 to 2014 Thomas led Ernst & Young’s global transfer pricing
practice. Previously to that, he was the tax managing partner for
Germany from 2001 to 2007.

Thomas holds an MSc in Management from the University of Cologne
and a PhD in taxation from the University of Aachen.

He is a Certified German Tax Consultant, a member of the
Professional Institute of German Tax Consultants and an arbitrator for
Germany under the EU Arbitration Convention.

He is a honorary professor at Cologne University for “International
Tax Planning: Transfer Pricing and Supply Chain Planning” (in English
language) and a regular lecturer at the LLM program at Cologne
University and the MBA program of Mannheim University.

Thomas is the co-editor and co-author of the Handbook Transfer
Pricing and author of various other publications.

International Tax Review and Expert Guides have recognized Thomas
consecutively for many years as one of the “World’s Leading Transfer
Pricing Advisors” as well as one of the “Best of the Best Transfer Pricing
Advisors in the World.”

Thomas Borstell
EY
Graf-Adolf-Platz 15
40213 Düsseldorf
Germany
Tel: (49) 211 9352 10601
Email: thomas.borstell@de.ey.com
Website: www.ey.com
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Stephan Schnorberger works for international businesses to:
• facilitate cross-border activity in today’s tax environment;
• advocate and defend the rule of law in transfer price controversies;
• advise in supply chain restructuring due to the Covid-19 crisis
Areas of particular expertise of Stephan are transfer pricing and business
restructuring, supply chain modeling and tax planning, intangible
valuations, high value audit defenses and complex tax litigation. Stephan
also acts as an independent court expert in transfer price matters.

In addition, he supports businesses by economic analysis and advocacy
in competition matters, such as business combinations, cartel damages
cases, and questions of abuse of market power.

For numerous years Stephan has been recognized in the Euromoney
Expert Guide survey among “The Best of the Best” Global Tax Advisors
and Global Transfer Pricing Advisors.

Among his representative cases are:
• successful deflection of a multilateral tax audit by litigation;
• representing a global business in a bilateral tax audit on transfer

prices;
• transfer price APAs with various countries including Switzerland;
• litigation against taxation of a transfer of functions;
• complex and high value transfer price audits;
• litigation against adjustment of IP valuation;
• reviews of IP structures from a BEPS perspective;
• tax litigations in transfer pricing matters;
• strategic reviews of business models to optimise customs and transfer

pricing;
• tax planning, transfer pricing, and valuations for the outbound

transfer of intellectual property;
• tax planning and implementation of an Irish principal structure for

a German multinational;
• the valuation of compensation payments on pan-European

restructuring of manufacturing and sales;
• competent authority procedures within Europe and with the U.S.
Stephan regularly writes articles and speaks at tax conferences and
academic events.

Stephan co-heads the European and heads the German transfer pricing
practice, which, in 2010 and 2012, won the prestigious ‘German Transfer
Pricing Firm of the Year’ award from the International Tax Review.

As a certified tax advisor, Stephan is admitted to the German Tax Bar.

He holds a German doctoral and a master’s degree in business
administration as well as a US master’s degree in economics.

Stephan Schnorberger
Baker McKenzie
Neuer Zollhof 2
40221 Düsseldorf
Germany
Tel: (49) 211 31116198
Email: stephan.schnorberger@
bakermckenzie.com
Website: www.bakermckenzie.com
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During more than 35 years of advising international corporations and
leading law firms, Dr Voegele has specialised in the defence of major
international transfer pricing and IP cases. He has developed solutions
for measuring value contributions and damages which have become
the industry standard. He has led hundreds of large transfer pricing, IP
and State Aid projects and defence cases for clients in a wide range of
industries all over the world. In recent years, he has defended against
transfer pricing audits and litigation in North America, Scandinavia,
Europe and Germany.

Together with his colleague Dr Yves Hervé he has established new
standards for the separation and quantification of IP, damages and the
use of profit splits. They have developed value chain and value network
analysis for digital business strategies and have advanced the
discussion within the industry by frequently explaining their methods
at conferences and in publications. Using economic reasoning, he and
Dr Hervé lead arbitrations and testify as expert witnesses in court.
Their insights have helped shape transfer pricing and audit standards
in Germany and Europe, and they regularly exchange views with tax
inspectors at conferences and seminars. In negotiations, they find well-
structured and understandable arguments that are convincing and
relatable. TP controversy and related tax litigation support, Intangible
Pricing and valuation, Value Chain and DEMPE analysis, Value chain
and digital transformation.

Dr Voegele and his colleagues Dr Yves Hervé and Philip de Homont
regularly publish articles and books on transfer pricing and
international tax planning. Dr Voegele is the author and editor of the
two leading German commentaries on IP, transfer pricing, and
economic consulting: Transfer Pricing and Intellectual Property. His
publications have anticipated many aspects of the recent Base Erosion
and Profit Shifting (BEPS) discussions, such as the use of profit split
methods or the analysis and quantification of risk. He has spoken at
more than 350 conferences and seminars on transfer pricing, IP and
arbitration in Europe, the United States and Asia.

Dr Voegele holds a PhD in economics and an MSc in tax and business
administration from the University of Mannheim. He is a German
Wirtschaftsprüfer, Steuerberater and French Commissaire aux
comptes.

Alexander Voegele
Nera Economic Consulting
Messeturm, Friedrich Ebert Anlage 49
60308 Frankfurt am Main
Germany
Tel: (49) 69 710 447 501
Email: alexander.voegele@nera.com
Website: www.nera.com
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Oliver Wehnert is an international tax partner in the Düsseldorf office
of EY and co-heads the international tax and transaction services
practice in Germany, Switzerland and Austria. He joined EY 1998 after
working for PwC for six years. He was named by International Tax
Review numerous times as one of the “World’s Leading Transfer
Pricing Advisers”.

Oliver Wehnert has vast experience in client services on intercompany
pricing, international tax planning, transfer pricing controversy
services and operating model effectiveness projects.

Oliver’s experiences include: global transfer pricing documentation
projects, transfer pricing audit defense and operating model
effectiveness projects. Oliver Wehnert has significant experience in TP
Controversy including supporting clients with their applications to tax
authorities of various countries in Europe, the Americas and Asia for
mutual agreement procedures and Advance Pricing Agreements.

Oliver has numerous years of experience in providing transfer pricing
services to a wide variety of industry sectors, particularly, the
pharmaceutical, automotive and RCP sector.

Oliver is a German certified tax consultant and holds a MBA-degree of
the University of Paderborn. He frequently speaks at German and
international transfer pricing conferences and is a regular contributor
to various tax journals including IStR and ISR and International Tax
Review.

Oliver Wehnert
EY
Graf-Adolf-Platz 15
40213 Düsseldorf
Germany
Tel: (49) 211 9352 10627
Email: oliver.wehnert@de.ey.com
Website: www.ey.com
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Danny Oosterhoff is a transfer pricing partner leading EY’s international
tax and transaction services practice in the Western Europe Maghreb
(WEM) area. Danny has specialized in transfer pricing services since
1996.

He has worked with many multinational enterprises in the field of
transfer pricing planning, transfer pricing implementation, risk
management and dispute resolution. His experience covers a wide range
of industries, including chemicals, pharmaceutical, high-tech and
technology, consumer products, services, media, digital platforms and
telecommunication sectors. He has negotiated a significant number of
Advance Pricing Agreements with the Dutch authorities, both on a
unilateral and multilateral level. He has also effectively used APAs and
roll-back mechanisms to resolve transfer pricing disputes and worked on
numerous international controversy cases.

Danny has extensive experience in business restructuring and business
model alignment including the transition to digital operating models. He
supports companies with the design, optimization and implementation
of transfer pricing systems that align business, legal and tax objectives. He
has advised many global companies with their tangible, intangible, service
and financing flows in relation to operating model optimization.

In addition to operating model changes, he assists many companies on
transfer pricing risk management, including providing support in
defining the corporate transfer pricing function and associated risk
management processes. Transfer pricing risk management support
entails the overall transfer pricing strategy including development of
transfer pricing policies and risk frameworks with effective control
mechanisms. The governance and communication aspects around
transfer pricing policies have become an important part of his role as a
transfer pricing adviser.

Danny has also worked with many international companies on the
transfer pricing aspects of acquisitions and divestures. For many
multinational enterprises, he has assisted in both the field of due-
diligence and post-merger integration of transfer pricing policies and
alignment of operating models. An important part of his role in these and
other transfer pricing implementation projects is to reconcile business
drivers, management performance aspects, systems capabilities, transfer
pricing regulatory aspects and overall tax policies and tax strategies.

Furthermore, Danny is a frequent contributor to Dutch and international
professional journals on a variety of transfer pricing matters and regularly
speaks at forums and events about transfer pricing.

Danny Oosterhoff holds a degree in tax law from the University of
Tilburg. 

Danny Oosterhoff
Ernst & Young Belastingadviseurs LLP
Antonio Vivaldistraat 150
1083 HP Amsterdam
Netherlands
Tel: (31) 88 407 1007
Mobile: (31) 6 21252754
Email: danny.oosterhoff@nl.ey.com
Website: www.ey.com
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Antonio Russo is an established practitioner of international tax law.
He is a partner with Baker McKenzie Amsterdam’s award-winning
Transfer Pricing Team. Antonio lectures at numerous seminars and
conferences around the world, as well as contributes articles to several
international tax reviews. He has been a member of the International
Fiscal Association (IFA) since 2001. Since July 2019, Antonio is Chair
of the Global Tax Practice Group. 

Practice Focus 
Antonio specializes in Transfer Pricing design, implementation and
valuation of companies and intangible assets. He has extensive
experience in tax planning/restructuring engagements, and has
performed TP studies for clients in numerous industries. Antonio has
also provided assistance to clients in developing strategies for the
conclusion of APA’s as well as tax audit defense in Europe and the USA. 

Professional Associations and Memberships 
International Fiscal Association, Dutch Association of Tax Advisers
(NOB), Dottori Commercialisti (Revisori Ufficiali dei Conti) 

Education 
University of Leiden (2004) University of Edinburgh (2003) Universitá
dell’Insubria (2001) 

Bocconi University of Milan (1997)

Languages 
Dutch, English, French, Italian, Portuguese and Spanish 

Antonio Russo
Baker McKenzie
Claude Debussylaan 54
1082 MD Amsterdam
Netherlands
Tel: (31) 20 551 7963
Email: antonio.russo@bakermckenzie.com
Website: www.bakermckenzie.com
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Harmen van Dam, tax expert, heads Loyens & Loeff ’s International
Tax Services practice group and the Transfer Pricing team. For a
diverse group of clients, including Fortune 100 companies, Harmen
avoids or resolves transfer pricing disputes by means of Advance
Pricing Agreements, audits procedures, corresponding adjustments
and mutual consultation procedures. Many projects involve the
centralisation of activities. 

With actions taken by the OECD, new regulations and more scrutiny
from the tax authorities, we are seeing an overall increase in audits (in
both rigor and quantity) and a growing tendency towards litigation.
Similar developments are taking place within the EU, where we see
“transfer pricing” state aid procedures. With this in mind you need a
team that is one step ahead of the latest regulations and fine points of
law, is able to help you avoid litigation where possible (but ready to
litigate when necessary), and can guide you through the increasingly
detailed and often conflicting statutory transfer pricing rules in
multiple jurisdictions. Loyens & Loeff ’s experienced Transfer Pricing
team of over 40 people advises businesses in Planning & Strategy,
Dispute Resolution (including litigation and State Aid procedures),
and Documentation (Master File, Local File and Country-by-Country
report). Small and client-focused teams provide premium advice, both
pragmatic and precise.

With more than 900 tax and corporate lawyers Loyens & Loeff is
unique in its multidisciplinary services. Our approximately 350 tax
specialists represent the largest tax practice of any law firm in Europe,
if not worldwide. According to the tier-1 rankings of International Tax
Review (World Tax and World Transfer Pricing), Chambers Europe
and Legal 500 our tax practice is unrivalled within the Benelux.

Overall Loyens & Loeff is an independent law firm which provides tax
advisory, notarial and civil law services with its primary offices in the
Netherlands, Belgium, Luxembourg and Switzerland. In addition, we
have offices in many financial capitals throughout the world.

Harmen holds a law degree from the University of Leiden (1991) and
a degree from the New York University School of Law (LLM in
taxation, 1996). He teaches regularly at the International Tax Center in
Leiden and the IBFD. Reflecting the firm's own integrated approach,
he also advises on Dutch corporate tax and dividend tax in
international tax structures.

Harmen van Dam
Loyens & Loeff
Blaak 31
3011 GA ROTTERDAM
Netherlands
Tel: (31) 10 224 63 48
Email: harmen.van.dam@loyensloeff.com
Website: www. loyensloeff.com
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Luis Coronado is a Partner based in Singapore and is the Asia Pacific
Area Transfer Pricing Leader.

Luis has worked in Asia since 2005 as part of his more than 25 years of
advisory experience in international tax, transfer pricing, tax policy
and controversy issues.

Before relocating to Asia, Luis spent several years serving domestic and
multinational companies in Latin America, namely Mexico, Brazil,
Argentina, Colombia, Peru, and Venezuela. He has advised companies
on the negotiation of bilateral advance pricing agreements and
competent authority resolutions with Australia, Hong Kong, Korea,
Indonesia, Germany, Israel, Luxembourg, Singapore, Thailand,
Canada, China, Japan, Malaysia, United Kingdom, Mexico, and the US.
He has also served many German multinational companies and is
fluent in German, having lived in Düsseldorf as a student. He has also
worked in Tijuana, Mexico City, Amsterdam, Washington D.C. and
Shanghai.

Luis is a frequent speaker at tax seminars and universities in the
Americas, Asia, and Europe. He has been an instructor at the
International Bureau of Fiscal Documentation’s program for
introducing transfer pricing to Latin American governments, as well as
in their programs in Amsterdam, Kuala Lumpur and Singapore. He has
also taught at the Yangzhou Taxation Institute in China. He has advised
the Inter-American Development Bank, the UN’s Economic
Commission for Latin America and the Caribbean and the World Bank
on tax policy issues especially on transfer pricing policy and
legislation.

Luis was an international tax professor at Universidad Iberoamericana
and Universidad Panamericana in addition to having participated in
multiple training sessions for the Tax Administration Service in
Mexico. Until recently he was also part of the Accountancy Faculty at
Singapore Management University

Luis has a Bachelor’s degree in International Trade and Customs
(Honors) from the Universidad Iberoamericana and a Masters in
Business Administration from the University of Southern California.
He has also taken courses at American University, IBFD’s International
Tax Academy, New York University, Harvard University, and Vienna
University. He is a member of the International Fiscal Association and
has been voted numerous times into Euromoney’s Guide to the
World’s Leading Transfer Pricing Advisors and Best of the Best. He is
also a member of Bloomberg BNA Transfer Pricing Advisory Board
and was awarded Asia-Pacific’s Transfer Pricing Practice Leader of the
Year at International Tax Review Asia Tax Awards 2019.

Luis Coronado
EY
One Raffles Quay, Level 18 North Tower
48583 Singapore
Tel: (65) 6309 8826
Email: luis.coronado@sg.ey.com
Website: www.ey.com
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Henry An is a Senior Partner at Samil PricewaterhouseCoopers
(“Samil PwC”), the Korean member firm of PricewaterhouseCoopers,
and currently serves as Inbound Leader with firm-wide oversight
responsibility for Samil PwC’s foreign-invested client base. 

Henry has accumulated 25 years of experience providing various types
of consulting services in the US (Washington National Tax, Chicago,
New York Metro) and Korea. He specializes in providing advice on
complex business and tax issues and serves as an adviser to some of the
leading multinational corporations in the world.

As a transfer pricing specialist, Henry has prepared analyses for the
purposes of tax compliance, dispute resolution, tax planning, business
restructuring, and advance pricing agreements. He has analyzed a full
spectrum of inter-company transactions including buy-sell, commission
rates, transfers of intellectual property, cost sharing and buy-in
payments, service fees, and loans and has advised multinational clients
across a wide range of industries

He has been selected for inclusion in Euromoney/Legal Media Group’s
Guide to the World’s Leading Tax Advisers and Guide to the World’s
Leading Transfer Pricing Advisers every year since 2004. He has also
been recognized in International Tax Review’s Tax Controversy Leaders
every year since 2013. 

Henry has served as an external adviser to Korea’s National Tax Service,
Korea Customs Service, Ministry of Economy and Finance, Office of
the Prime Minister and President’s Transition Committee. He is also
Chief Compliance Officer and Co-Chair of the Taxation Committee of
the American Chamber of Commerce in Korea. 

Henry received a Bachelor of Economics degree from the Wharton
School of Business at the University of Pennsylvania. He obtained his
Master of Business Administration from the Kellogg School of
Management at Northwestern University where he received recognition
as a Jane Robertson Scholar and graduated Beta Gamma Sigma.

Henry An
Samil PricewaterhouseCoopers
20th flr., 100 Hangang-daero, Yongsan-gu
Seoul 04386
Korea
Tel: (82) 2 3781 2594
Fax: (82) 2 3781 9944
Email: henry.an@pwc.com 
Website: www.pwc.com/kr/en
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Elvira Allvin, a tax partner of Deloitte in Sweden, is the leader of the
Swedish transfer pricing practice. She has 20 years of experience as a
transfer pricing adviser in various jurisdictions. Elvira’s international
experience includes four years of work in the US and Germany with
transfer pricing teams in New York, Boston, and Duesseldorf. From
2017 to 2018, Elvira led the newly established Nordic transfer pricing
practice of Deloitte. Furthermore, in 2017, Elvira was a member of
Deloitte’s Global Advisory Council, which provides strategy
recommendations to the company’s Global Executive Group.
Elvira has extensive experience advising on business model
optimization, effective documentation strategies, policy
implementation, and controversy management. More recently, Elvira
has advised many of the largest Swedish multinationals how to align
their transfer pricing models with BEPS requirements both from an
operational, policy and compliance perspective. Given the increasingly
complex tax environment and diligent local tax authorities, Elvira has
also assisted clients pro-actively secure their position by approaching
the Swedish Tax Agency by way of APAs or other available channels.

Over the years, Elvira has advised many of the largest Swedish
multinational companies, as well as other global players in a broad
range of industries, including the manufacturing, high technology,
financial services, energy, and services industries. Given Elvira’s
multicultural background, her advisory services may be provided in
English, Swedish, German, Spanish and French, as requested by clients.
Elvira is a guest lecturer at transfer pricing seminars. Given the
controversy environment post-BEPS, Elvira has held trainings both for
the Swedish Tax Agency and for judges, who rule in transfer pricing
cases in the Swedish courts.

Elvira’s education includes a BA in International Studies and
Economics from Boston College and graduate management courses at
Harvard University. Elvira is a certified tax adviser and has been
recognized in Legal Media Group’s Women in Tax Leaders and Leading
Transfer Pricing Ad

Elvira Allvin
Deloitte Sweden
Södra Hamngatan 53
Gothenburg
401 20 Sweden
Tel: (46) 75 246 4370
Cell: (46) 768 27 10 95
Email: eallvin@deloitte.se
Website: www.deloitte.com

SW E D E N



BEST OF THE BEST EXPERTGUIDES 75

PRACTITIONER BIOGRAPHIES TRANSFER PRICING

Shiv Mahalingham has assisted multinational clients with transfer
pricing design and dispute resolution for nearing twenty five years. At
present he is the Regional Head of Transfer Pricing for Deloitte Middle
East having grown the team from 4 to 40 people in recent years and
having been involved in assisting Tax Authorities and Ministries of
Finance in the region develop transfer pricing training programs and
transfer pricing guidance. Shiv has concluded favourable Transfer
Pricing Dispute Resolutions, Tax Rulings and Advance Pricing
Agreements in a multitude of different territories over his career
including but not limited to the UK, US, France, Germany, Spain,
Japan, China, Australia, Saudi Arabia, and Egypt.

Shiv has written a book on Transfer Pricing in the Middle East that will
be published later in the year and has written hundreds of articles on
technical transfer pricing issues. He is a frequent speaker at Transfer
Pricing Events/Seminars and has garnered numerous press quotes in
National Newspapers and technical journals (recently appearing on
CNBC in December 2019 to discuss transfer pricing developments).

His clients praise him for a dedication to high technical excellence and
quality whilst maintaining a practical and commercial edge.

Shiv Mahalingham
Deloitte Middle East
DIFC, Currency House Building 1, Level 3
DIFC 112865
Dubai 
United Arab Emirates
Tel: (971) 522605120
Website: www2.deloitte.com
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Jukka Karjalainen is a Partner in the London Tax Department of Baker
McKenzie, and co-leads the UK Transfer Pricing practice. He has
focused on transfer pricing for his entire career, and has over 20 years
of experience in dealing with transfer pricing and international
corporate tax issues from both a private practice and an industry
perspective.

Jukka advises a variety of multinational clients from various industries
on transfer pricing matters with a specific focus on work related to
designing, implementing and defending business model changes,
intangibles-related structuring, and transfer pricing controversy work.
His industry expertise is particularly strong in connection with
telecommunications, technology, pharma, metals, and oil industries.

During his years in practice Jukka has gathered experience working in
several jurisdictions, namely the UK, Finland and Australia. He
practices in London but retains strong links to the Nordic countries.

His recent matter include;

• Advising a multinational organisation in relation to supporting a
three-party APA application, including participation in the
presentations to the authorities, with focus on the application of the
profit split method.

• Advising an international group in relation to the structuring of,
and a subsequent tax authority query into the pricing of the
transfer of IP between two jurisdictions.

• Leading the transfer pricing work stream and settlement
negotiations in relation to a UK Diverted Profits Tax audit of a
multinational technology company. 

Jukka has published a number of articles on transfer pricing and tax-
effective supply chains and frequently speaks at conferences. He is the
co-author of the first ever comprehensive Finnish book on transfer
pricing, Siirtohinnoittelu. Jukka has been listed among the leading
practitioners in his field by International Tax Review and the Legal
Media Group’s Expert Guides.

Before joining Baker McKenzie in 2016, he worked at Deloitte (2008-
2016) and PwC (2001-2008) and as a senior tax adviser at Outokumpu
Oyj (1997-2001).

Jukka holds a Masters of Laws degree from the University of Helsinki
and is admitted to the Finnish Bar Association.

Jukka Karjalainen
Baker McKenzie
100 New Bridge Street
London EC4V 6JA
UK
Tel: (44) 20 7919 1560
E: Jukka.Karjalainen@bakermckenzie.com
Website: www.bakermckenzie.com
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Mike Patton is a partner in DLA Piper’s Tax practice, based in Los
Angeles. He focuses his practice on international transfer pricing.

Mr Patton has assisted many multinational corporations in a variety of
industries in resolving IRS or foreign tax authority transfer pricing and
other tax disputes as well as in planning major cross-border
transactions. He was instrumental in obtaining the world’s first
Advance Pricing Agreement and he has assisted clients in negotiating
more than 100 APAs.

Mr Patton was previously an attorney in the IRS Chief Counsel’s Office
where he had national responsibility at IRS for technical issues,
regulations and litigation of cases relating to transfer pricing. Mr
Patton was editor of and a major contributor to the Treasury/IRS
Transfer Pricing White Paper. The White Paper laid the theoretical
ground work for the profit-based transfer pricing methods adopted by
the US and the OECD.

Mr Patton has been named one of the Best of the Best US transfer
pricing advisors as well as one of the leading Asia Pacific tax advisors
by Euromoney and the Legal Media Group. He is an editorial advisory
board member of Tax Management, Inc. and is the author of the BNA
portfolio Treatment of Advance Pricing Agreements.

Education
University of Maryland J.D. with honorsOrder of the CoifGeorgetown
University Law Center LL.M.University of Maryland B.A.

Admissions
CaliforniaNew York

Michael F Patton
DLA Piper
2000 Avenue of the Stars, Suite 400
North Tower
Los Angeles, CA 90067-4704
US
Tel: (1) 310 595 3199
Email: mike.patton@dlapiper.com
Website: www.dlapiper.com
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Dr Christian von Oertzen is partner in the German law firm Flick
Gocke Schaumberg. He has advised for more than twenty years both
national and international clients in estate planning, probate, income
tax and capital gains tax matters and when immigrating or
expatriating from Germany. During the course of the years he
specialised on the legal and tax relations between Germany and the
Anglo-American world. He lectures regularly on national and
international estate planning and tax planning for private clients and
he has published several articles on estate and gift tax planning and
conflict of law questions.

He is admitted to the bar in Frankfurt, is a member of STEP Germany,
member of the International Academy of Estate and Trust Law and is
International Fellow of the American College of Estate and Trust Law.
He is also member of the International Section of the NYSBA. He also
serves on the practitioners board of the German law review, Zeitschrift
für Erbrecht und Vermögensnachfolge (Law review on inheritance laws
and inheritance tax laws) and on the practitioners board of the
German law review Der ErbSt-Berater, The inheritance Tax Advisor.
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is recognised as a trust and estate practitioner (TEP) by Step. Oliver
joined Pestalozzi in 2001. In 2003 to 2004, he was seconded to head the
Swiss law and compliance department of a large US investment bank.

The private clients practice group of Pestalozzi offers Swiss and non-
Swiss individuals and families, foundations and trusts, as well as
private banks, family offices and other wealth management service
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